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Fipetitry Bonp & Morvreace Co. v. Finetiry Bonn & MortGaGE 
Co. or Texas 
(37 F. (2d) 99) 
United States Circuit Court of Appeals, Fifth Circuit 


January 15, 1980 


Unram Competition—“Frmeiiry”’—Use 1x Corporation NAME. 
Appellant, Fidelity Bond & Mortgage Company, a Missouri cor- 
poration engaged in the selling of stocks and bonds, held not entitled 
to enjoin the use by appellee of the corporate title Fidelity Bond & 
Mortgage Co. of Texas, where there was no evidence of injury to plain- 
tiff or deception of the public. 

Appeal from a decree of the District Court, Southern District 
of Texas, dismissing the complaint in an action to restrain use of 
corporate name. Affirmed. For decision below, see 20 T.-M. Rep. 
12. 


James Love Hopkins, of St. Louis, Mo., and Robert Allen 
Ritchie, of Dallas, Tex. (Lewis M. Dabney, Jr., of Dallas, 
Tex., on the brief), for appellant. 

D. A. Simmons (Thos. H. Ball, on the brief), both of Houston, 
Tex., for appellee. 


Before Wacker and Foster, Circuit Judges and Dawkins, 
District Judge. 


Foster, C. J.: Appellant, a Missouri corporation, filed a bill 
to enjoin appellee, a Texas corporation, from using the name under 
which it was incorporated, on the ground of unfair competition be- 
cause of the similarity of the names and of the business in which 
both corporations are engaged. The District Court, in an opinion 
appearing in the record, reviewed the facts and the law applicable 
thereto, and found against appellant’s contentions. There is no 
need to again state the facts, except briefly, as follows: 

It is shown that both companies are engaged in the sale of 
mortgage bonds issued by other parties, the same as any bank or 
brokerage house; that appellant has made a few sales of mortgage 
bonds in Texas by mail; that it advertises in newspapers and maga- 
zines having some circulation in Texas; and that its reputation is 
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good. However, appellant has failed to show that it has been at 
all injured by any competition of appellee, there is nothing in the 
record from which it might be reasonably inferred that the bond- 
buying public will be deceived by the similarity in the names, and 
there is no element of fraud shown. 

It is not unusual for financial institutions of different localities 
to have similar names, except as to places of domicile, as, for in- 
stance, the various national banks designated by number. People 
buying mortgage bonds are not apt to rely entirely upon the reputa- 
tion of the broker offering them, as they would in the case of a 
manufacturer or dealer offering merchandise. Furthermore, it 
hardly is possible that both concerns will offer the same issues of 
bonds at the same time. The possibility of deception of the public 
or injury to appellant by the similarity of names is very remote. 
We agree with the District Court in his conclusions. Pulitzer Pub- 
lishing Co. v. Houston Printing Co. (C. C. A.), 11 F. (2d) 834, 
[16 T.-M. Rep. 376]. 

Affirmed. 


SreiegHt Metatiic INk Company v. JosePH P. Marks, trading as 
Royat Bronze Ink Company 


United States District Court, Eastern District of Pennsylvania 


March 27, 1930 


Trape-Marxs—“Metatiic” ror Printinc Inx—Desceietive Term. 

The word “Metallic,” used as a trade-mark for printing inks hav- 
ing a metal base and showing in use a metallic lustre, held descriptive 
of the goods and not a valid trade-mark. 

ReoistraTion Unver Act or 1920—Errecrt. 

The registration of a trade-mark under the Act of 1920 does not 
give the registrant even a prima facie title to the mark, his rights 
thereto being those accorded him by the common-law. 

Descriptive Terms—Seconpary MEANING. 

The plaintiff's use of the word “Metallic” as a trade-mark for 
inks with a metal base since about the year 1926 held unsufficient to 
establish secondary meaning as identifying the name exclusively with 
plaintiff's product. 


In equity. On final hearing. Suit for trade-mark infringe- 
ment and unfair competition. Bill dismissed. 
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E. Hayward Fairbanks, and Louis Necho, both of Phila- 
delphia, Pa., for plaintiff. 

Joshua R. H. Potts, T. Bertram Humphries, and Harry M. 
McCaughey, all of Philadelphia, Pa., for defendant. 


This is a suit in equity to restrain the defendant from using 
the word “Metallic” in connection with the sale of printing ink. 
The plaintiff bases its action first upon its registration of the word 
as a trade-mark, and second upon the general ground of unfair 
competition. 

The plaintiff and its predecessor (who, together, will be re- 
ferred to hereafter as “the plaintiff’) have been engaged in the 
manufacture of printing ink since 1908. From 1908 until 1911, 
the plaintiff made only those varieties of inks which when used in 
printing gave the appearance of some metal, such as gold, alumi- 
num, silver, bronze, etc. In 1911 the plaintiff began the manu- 
facture of black ink and inks of various colors and has since ex- 
panded its line, so that at the present time it manufactures some 
two hundred different colors. About 40 percent of the varieties 
made by the plaintiff are inks which give the effect of some metal 
when used in printing. The remainder are ordinary inks of vari- 
ous colors and have no metal in them and do not have the appear- 
ance of metals when printed. 


The defendant has been manufacturing printing ink since 
1901. From 1917 until 1925 the defendant was not selling to the 
general trade, but had a contract with the plaintiff by which the 
plaintiff took his entire output which during that time consisted 


solely of the liquid medium for mixing ink. Since 1925 the de- 
fendant has been selling to the trade generally, his business at all 
times being confined to inks of the gold, copper, silver and alumi- 
num type referred to above. He has never sold ordinary black 
and colored inks. 

The plaintiff has traded under the name of “Sleight Metallic 
Ink Company” since it has been in business and its goods as sold 
have always borne the name “Sleight Metallic Ink Company.” In 
1926 the plaintiff registered the word “Metallic” as a trade-mark 
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under the Act of 1920, after having been refused registration under 
the Act of 1905 on the ground that the word was descriptive merely. 
Since the registration of the word as a trade-mark in 1926, it has 
appeared prominently upon the plaintiff's labels and advertising 
matter, in addition to its use as part of the plaintiff's corporate 
name. I cannot find any evidence (except in the file of the pro- 
ceedings for registration) that prior to 1926 ths plaintiff used the 
word alone as a trade-mark or used it in any manner except either 
as descriptive of his product or as part of his trade-name and cor- 
porate name. Since 1926 the defendant has been selling its 
product as “metallic printing inks,” these words being printed 
upon the labels on its cans. 

The first question is as to the plaintiff’s rights in the word 
“Metallic” as a technical trade-mark. It has been noted that the 
plaintiff was refused registration under the Act of 1905. The 
effect of registration under the Act of 1920 is fully considered in 
Charles Broadway Rouss, Inc. v. Winchester Co., 300 Fed. 706, 
and the conclusion reached that registration under the Act of 1920 
does not give the registrant even a prima facie title to the word as 
a trade-mark or trade-name. The statement of the Committee, in 
recommending passage of the bill, was that the Act would have no 
effect upon the.domestic rights of anyone. I accept the view of the 
scope of the Act of 1920 taken by the Court, in the Rouss case. 
This plaintiff’s case, therefore, stands entirely upon the plaintiff's 
common-law rights, as though there had been no registration at all. 

It is fundamental that a word or words descriptive of the 
goods or some feature of them cannot be appropriated as a trade- 
mark at common law. It seems to me too clear for argument that, 
as applied to the gold, silver, bronze, copper and aluminum printing 
inks, the word “metallic” is a purely descriptive term. In fact, it is 
extremely awkward to refer to these inks as a class without using 
the word. I agree entirely with the witness Helms that “naturally 
you would have to almost use the word ‘metallic’ to describe those 
varieties of ink.” If the testimony in this case be read carefully, 
it will be seen that it was impossible for both witnesses and counsel 


to avoid using the word time and again as a purely descriptive 
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term. The words are far more than suggestive merely. Applying 
a test suggested in Selchow v. Baker, 93 N. Y. 59, the appropria- 
tion of this word by the plaintiff would certainly restrict others 
from properly describing similar articles produced by them. Hav- 
ing tried to avoid the use of the word in the beginning of this 
opinion, I shall use it from now on as a general descriptive term. 

The printing inks manufactured by plaintiff and defendant are 
not sold ready mixed. The purchaser buys a powder and a solvent 
medium or varnish, the two components being sold in separate cans, 
and mixed just before use. Metallic inks are commonly understood 
in the trade to be those inks which after being used in printing 
show a metallic luster. They would not necessarily be inks which 
simulate the metals, but there may be metallic blue or metallic red. 
In all cases, however, the powder from which the metallic inks are 
mixed contains a metal base such as copper, brass, aluminum or 
gold. When the word, “metallic,” is applied to such inks—made 
from a metal and showing a metallic luster when printed—it is 
an apt and perfect description of their principal characteristic. If 
it should be applied to ordinary colored inks which fail to show a 
metallic luster when printed, it would be deceptive and misleading, 
both as to ingredients and effect—matters which I should think 
would be of considerable importance to the purchaser. From any 
point of view, I am satisfied that the plaintiff has no right to the 
word as a technical trade-mark. 

In order to establish his right to restrain the use of a word of 
this kind upon the ground of unfair competition, it is incumbent 
upon a plaintiff to show that the word, though not subject to appro- 
priation as a technical trade-mark, has acquired by reason of its 
long usage in connection with the plaintiff’s product a secondary 
meaning by which it has come to denote the plaintiff as the manu- 
facturer or vendor. In such case relief will be afforded if the word 
be used fraudulently for the purpose of misleading buyers as to 
the actual origin of the products or for the purpose of palming off 
goods of one person as those of another. 

I find as a fact in this case that the word metallic has not 
acquired a secondary meaning denoting inks manufactured by the 
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plaintiff, for the following reasons: (1) The evidence is that there 
is no general acceptance of the word in the trade as denoting the 
plaintiff's inks. Three witnesses called by the plaintiff testified 
that in their minds the word “metallic” would bring up the thought 
that the ink so described was Sleight’s ink, but it is to be noted 
that of these witneses, one (Bryan) never bought metallic ink from 
anyone other than the plaintiff, and that another (Smith), when 
asked whether in the printing trade generally the word was asso- 
ciated with the Sleight Metallic Ink Company said, “J have always 
identified it with Sleight Metallic Ink.” A number of witnesses 
for the defendant testified that the word had no significance to them 
other than as a description of the product itself. (2) It is also a 
fact that for many years the trade-name of the plaintiff, Sleight 
Metallic Ink Company, was known in connection with the sale of 
inks, and it is entirely possible that the word thus acquired in the 
minds of some persons in the trade a certain degree of association 
with the product, but this falls far short of establishing a secondary 
meaning for the word. (3) The evidence is clear that whatever use 
the plaintiff made of the word in his trade-name was by no means 
exclusive. There is evidence that the defendant in his case used it 
as early as 1910 or 1911. It appears on a billhead used by the 
defendant in 1916 and prior thereto. It also appears in catalogs 


of other companies manufacturing metallic ink. 

As bearing upon the intent of the defendant to deceive the 
public and upon the likelihod of any such deception existing, it is 
also to be observed that the label which the defendant places upon 
his cans is entirely different from the plaintiff's label. Neither in 
the size and shape of the can nor in the printed matter or the 
appearance of the label is there any resemblance. 


The evidence fails to sustain the plaintiff’s contention and the 
bill may be dismissed at the cost of the plaintiff. 
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Mapam Lucien Pavut v. Simon Woops 
United States District Court, Eastern District of New York 


March 14, 1930 


Trape-Mark INFRINGEMENT—UnNrFair CompetTirTion—“L.U.P.” ow ANGORA 
Woot. 


Plaintiff and her predecessor began in about 1910 to use as a 
trade-mark on angora wool the letters “L.U.P.” and in 1923, to ship 
goods under the mark to the United States, where after they had be- 
come well known, sales were made to defendant. Ou plaintiff’s re- 
fusal to continue shipping goods to the defendant, the latter began to 
affix to angora wool of other manufacture, plaintiff's mark “L.U.P.” 
and to supply his customers therewith. Held that, inasmuch as the evi- 
dence adduced by defendant failed to show that he had used the trade- 
mark “L.U.P.” on angora wool products prior to such use by plain- 
tiff, he was guilty of infringing plaintiff's trade-mark and of unfair 
competition. 

In equity. On final hearing. Action for trade-mark infringe- 


ment and unfair competition. Decree for plaintiff. 


Crichton Clarke (Crichton Clarke and Hugo Mock, of coun- 
sel), all of New York City, for plaintiff. 

Maz D. Steuer (Henry Epstein, of counsel), both of New 
York City, for defendant. 


CampBELL, D. J.: This is an action for alleged infringement 
by the defendant of plaintiff's trade-mark, and for unfair com- 
petition. 

A preliminary injunction was granted to plaintiff against de- 
fendant in the instant suit. 

The complaint herein alleges an adoption by the plaintiff and 
plaintiff's predecessor of a trade-mark containing the letters 
“L.U.P.,” in or about 1910, the beginning of an export business to 
the United States in or about April, 1923, and since said date, of 
angora wool with said label or trade-mark, the registration in 
France, in September, 1926, exports into the United States since 
July, 1923, an intention to continue business with said label and 
trade-mark in the United States, an alleged secondary meaning and 
trade value due to plaintiff's efforts in the United States, an in- 
quiry by the defendant in the year 1925, and a tentative agency 





110 TWENTY TRADE-MARK REPORTER 


in the year 1927, with subsequent wrongful appropriation of said 
trade-mark by the defendant for use in the United States on angora 
wool, to the plaintiff's damage. 

The complaint also alleges deceit practiced upon the public in 
the United States by the defendant’s use of the letters “L.U.P.” 
upon a label for angora wool in the United States, and that this 
was with the knowledge that the said label was the plaintiff's 
property. 

The defendant in his answer sets up a general denial, and 
alleges as a distinct defense to the whole of plaintiff's alleged 
cause of action, that the title and the right to the use of said letters 
“L.U.P.” and the said alleged trade-mark belong to and reside in 
the defendant by reason of the defendant’s prior use, and continued 
and substantial use of the trade-mark and label in the United 
States, over a period antedating the alleged exportations into this 
country by the plaintiff. 

There was no cross-bill filed, nor is there any demand for 
affirmative relief to the defendant. 

Plaintiff made a number of motions to dismiss the defendant’s 
separate and distinct defense, mainly on the ground that he failed 
to allege that notice of his alleged ownership and prior use of the 
trade-mark had been given to the plaintiff, decision on all of which 
was reserved. 

Each and all of the said motions are denied, with exceptions to 
plaintiff, and I will decide the instant suit on the merits. 

There is a sharp conflict in the evidence not only between the 
witnesses on behalf of the respective parties, but also in one im- 
portant particular at least between the affidavit filed by the defend- 
ant in opposition to the motion for a preliminary injunction and 
the testimony given by him on the trial; but I find the facts to be 
as follows: 

The plaintiff alone, or in association with her husband, has 
been engaged in business as a manufacturer of angora rabbit's wool 
yarn, commonly known as angora, at Tisson, France, since 1910, 
at which time the label “L.U.P.”” was adopted and continuously 
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used, except for the interruption from 1914 to 1918, caused by the 
World War. 

The letters “L U” were taken from the name Lucien and the 
letter “P” from the name Paul. 

The trade-mark has always been used in the same form, white 
disk, circles, red ink, “L.U.P.,”’ and the phrases “Made in France” 
and “Angora Rabbit Wool Spinning,” all printed in English. 

The angora exported by plaintiff, in association with her hus- 
band, was at first principally to England, but later, and also while 
she was conducting the business alone, both to England and the 
United States. 

The angora business was conducted as a joint enterprise by 
the plaintiff's husband Lucien Paul and herself until 1924, when 
plaintiff began solely to conduct the business, due to her husband's 
illness, and in 1926 all title and trade-marks were assigned to her 
and the business has since been solely owned and conducted by 
her. 

The plaintiff shipped angora to the United States under the 
said “L.U.P.” trade-mark as early as July 28, 1923. 

The trade-mark “L.U.P” was new and original when adopted 
by the Pauls in 1910. 

The “L.U.P” angora of the Pauls was on the market in the 
United States, and favorably known by the said “L.U.P.” trade- 
mark before the defendant imported any of it, and it was called 
to the defendant’s attention by the witness Friedman, who gave to 
the defendant an “L.U.P.” label, and told defendant to import the 
goods, and the defendant said he would do so. 

The name of the defendant when communicating and dealing 
with the plaintiff was Simon Wodsilowsky, which he changed to 
Simon Woods. 


Defendant had considerable correspondence with the plaintiff 
and all of the letterheads used by the plaintiff in her correspondence 
with the defendant, under whatever name, carried facsimiles of 
plaintiff's said “L.U.P” trade-mark. 
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Defendant purchased a considerable quantity of ‘“L.U.P” 
angora from the plaintiff, and it was shipped to him carrying the 
said “L.U.P.” labels. 

Defendant repeatedly asked plaintiff by letter and personally 
to make him her American representative but she finally refused. 

Defendant requested plaintiff to make up an inferior and 
cheaper grade and plaintiff refused. 

Defendant tendered orders to plaintiff for more of her 
“L.U.P.” angora but she refused and returned his money. 

Defendant, before he imported angora, purchased from the 
plaintiff, imported angora wool, or imitation thereof, made by other 
manufacturers and carrying labels or trade-marks other then 
“La. 

Defendant never said anything to plaintiff about owning the 
“L.U.P.” trade-mark, or using it on his own goods, or about having 
used it on mercerized thread, nor did the defendant make any claim 
to the “L.U.P.” trade-mark from the beginning of his negotiations 
with the plaintiff to purchase her product until the defendant filed 
his answer in the instant suit. 

Defendant did not, before he imported the angora purchased 
from the plaintiff, use the “L.U.P.” trade-mark on or in the angora, 
or the boxes in which the same was sold. 

Defendant, since he imported the plaintiff's product under the 
“L.U.P.” trade-mark, has sold under the “L.U.P.” trade-mark the 
product of other manufacturers, not of the same quality of plain- 
tiff’s, and has copied the labels, box and label thereon containing 
the plaintiff’s “L.U.P.” trade-mark, so that any ordinary purchaser 
would surely be deceived. 

Some of the labels used by the defendant contained the addi- 
tional words “Reg. U. S. Pat. Off.,’ when in fact the defendant | 
had not registered the trade-mark, but contends he erroneously be- 
lieved it had been registered, and a much larger quantity con- 
tained, as additional words to those on plaintiff’s labels, the words 
“Reg. U. S. Pat. Off. Pending’’; but the use of such words would 
not tend in any way to prevent the ordinary purchaser from being 
deceived. 
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The plaintiff continued to build up her business in the United 
States under the trade-mark “L.U.P.,” her sales to Flomenhaft 
during the year 1929 exceeding $15,000. 

At the outset we may dispose of the question of foreign regis- 
tration by the plaintiff by saying that it was not proved by com- 
petent legal evidence, and therefore it is unnecessary to consider 
whether it could have had any effect in the instant suit, if proved. 

The question in the instant suit, is, did the plaintiff or de- 
fendant first use the label consisting of two concentric circles with 
the letters “L U P,” for the sale of angora, in the United States 
of America? 

That a business of substance has been developed by the plain- 
tiff under that trade-mark was clearly shown, and it would in no 
way relieve the defendant of the charge of infringement, even if 
his use had been greater than the plaintiff's, provided the plaintiff's 
use was earlier. 


One or the other of the parties copied the trade-mark of the 
other, because they are Chinese copies with the exception of the 


words quoted as to trade-mark, and registration of trade-mark 
application placed on those which the defendant says were printed 
subsequently to those which had no such marking. 

The testimony offered in the attempt by the defendant to show 
the use of such a label by the defendant on mercerized thread, in 
1922 or 1923, is not convincing. 

No labels used at that time were produced, and the defendant’s 
salesman said they were smaller and placed on the ends of the 
spools. 

The two witnesses who offered to show purchases did not 
describe the labels; the best they did was to identify Exhibit B, 
when it was shown to them. Neither offered books or records but 
depended entirely on memory for transactions in 1922 and 1923. 

No bill for printing was produced, nor was the printer or his 
records produced, and although it was testified that the printer 
was dead, it was not shown that his records could not be produced, 
and the defendant was unable to give the name of the artist who 
drew the design. 
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This evidence falls far short of the proof that should be re- 
quired, and in so holding I do not intend to intimate that the sales- 
man and the two other witnesses referred to were deliberately tell- 
ing what they did not believe, but I doubt the accuracy of their 
recollection after such a lapse of time. But even if such labels 
were used on mercerized thread by the defendant (which I believe 
they were not), the evidence convinces me that the defendant gave 
up that business and abandoned the labels by 1924. 

This leaves for consideration the testimony of the defendant. 

He now says that he used the “L.U.P.” trade-mark on angora 
from 1925, which was prior to his purchase of the angora with 
the “L.U.P.” trade-mark from plaintiff. 

The printer of the labels was not produced, nor were any 
records produced to show a charge therefor or the payment 
thereof, and no check in payment is produced, and if they were 
printed in quantities, as testified by defendant, the transaction was 
large enough to have been paid for by check. 

That defendant knew that plaintiff was producing the product 
is apparent from his first letter to the plaintiff. 

That it was first called to his attention by a customer is the 
only reasonable explanation of defendant’s efforts to secure it, and 
I believe the witness Friedman who says he called it to defend- 
ant’s attention. 

Defendant testified on the trial to a conversation with the 
plaintiff, in which he told the plaintiff that the “L.U.P.” trade- 
mark was his, but there is no allegation in the answer that he ever 
notified the plaintiff of any such claim, although he sold the product 
of the plaintiff under that trade-mark. 

In the affidavit submitted by the defendant on the motion for 
an injunction, the defendant swore: 


“It is probably true that the plaintiff's goods exported to me at that 
time were marked with the trade-mark ‘L.U.P.,’ but in view of the fact 
that I had used such mark for a period of over four years, I made no 
mention of the fact and wished to make no point of her use of the mark 
at the time, because of the fact that I was anxious to import angora, either 
from her or anybody else, due to the shortage thereof.” 
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If it be possible to harmonize the two stories, I have not found 
the way. 

Defendant further testified that he received the plaintiff's 
product with the labels in about 30 percent of the balls of angora, 
and that he removed those labels and inserted his own labels in the 
place thereof, notwithstanding the fact that his labels were exactly 
like the plaintiff’s—a story hard to believe. 

Defendant has not produced one letter or invoice from the 
plaintiff, and says he could not, and his failure to produce any one 
of them strengthens my belief in the truth of the plaintiff's testi- 
mony, that a copy of her trade-mark, printed in red ink, was on 
every billhead and invoice sent to defendant. 

The sales books produced by defendant are not convincing. 
If the earlier book shows anything it shows that he abandoned the 
business of dealing in mercerized thread in 1923, and the later 
book, with no addresses of those to whom sales are claimed to have 
been made, does not convince me that defendant had any prior use 
of the trade-mark. A sales book without addresses of the cus- 
tomers, and the absence of all other books from which such pur- 
chasers could be traced, is not the character of proof required under 
the circumstances of the instant suit. 

Every action of the defendant contradicts his claim of owner- 
ship of the trade-mark and its use by him before he made his first 
purchase of the plaintiff's product, and I cannot give any weight to 
his testimony; but even if he did have any right to the trade-mark 
(which I do not believe), he has so conducted himself toward the 
plaintiff that in equity and good conscience he has estopped himself 
to deny her claim to the “L.U.P.” trade-mark in the very market 
where he marketed the plaintiff's product. MacMahan, Pharmacal 
Co. v. Denver Chemical Mfg. Co., 113 Fed. 468; Thackeray v. Saz- 
lehner, 125 Fed. 911, 913; Hanover Milling Co. v. Metcalf, 240 
U. S. 403 [6 T.-M. Rep. 149], 26 S. Ct. 357; McGraw Tire § 
Rubber Co. v. Griffith, 198 Fed. 566 [2 T.-M. Rep. 461]; Kellogg 
v. Kellogg, 180 N. W. 397 [11 T.-M. Rep. 19]. 

By his own testimony it is apparent that the defendant has not 
only copied the plaintiff's trade-mark, but by his direction has 
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had the box in which she shipped her product copied, and in such 
box and under such “L.U.P.” trade-mark has marketed the products 
of other manufacturers; and from all the evidence I am convinced 
that some, at least, of the product so marketed by the defendant 
was not of as good quality as the product of the plaintiff marketed 
under the trade-mark “L.U.P.” 

The defendant has infringed the trade-mark of the plaintiff 
and has entered into unfair competition with the plaintiff. 

The defendant has offered objections to certain questions asked 
in the direct-examination of the plaintiff, when her testimony was 
taken by deposition pursuant to Section 639, Title 28 U. S. C., 
formerly Section 863 of the Revised Statutes, and my rulings 
thereon are filed herewith. 

A decree may be entered in favor of the plaintiff against the 
defendant, for a permanent injunction, and accounting of profits 
and damages with costs and the usual order of reference. 


Hyerapbe Foop Propucts Corporation v. H. D. Lee Mercantite 
Co. ET AL. 


United States District Court, District of Kansas 


February 5, 1930 


Unrair Competirion—Use or Descriprive Tero. 

Notwithstanding that plaintiff had adopted and registered the 
word “Hygrade” as a trade-mark for food products, defendant by 
subsequently putting out similar goods as “High Grade Food Products” 
was not competing unfairly, as no one can have a monopoly of a 
purely descriptive term. 


In equity. On demurrer. Sustained. 


Hornblower, Miller & Garrison, of New York City, and Dean 
§ Dean, of Topeka, Kans., for plaintiff. 

Lillard, Hurd § Edson, of Tokepa, Kans., and Meservey, 
Michaels, Blackmar, Newkirk § Eager, of Kansas City, 
Mo., for defendant. 
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Pottock, D. J.: This suit was brought by plaintiff, a cor- 
porate citizen of the State of New York, against defendants, 
citizens of this State and the State of Missouri, to restrain defend- 
ants from unfair competition in business with plaintiff. 

True, the plaintiff has a registered trade-mark as has defend- 
ant, the Mercantile Company. But as plaintiff's trade-mark as 
registered consists of a descriptive term it is quite well settled 
plaintiff cannot by such means obtain a right to the exclusive use 
or a monopoly of the term because of the fact it is registered as a 
trade-mark. See, D. §& H. Canal Company v. Clark, 13 Wall. 311; 
Federal Trade Commission v. Klesner, 25 Fed. (2d) 524 [18 T.-M. 
Rep. 230], and many other cases. And as this case is made by 
plaintiff's pleading it is not understood any such claim is made by 
plaintiff. On the contrary, plaintiff concedes it cannot have or 
claim this from the fact merely of a registered trade-mark. 

What the plaintiff does claim is, that by its use of the phrase 
“Hygrade Food Products” it has so built up the standard of 
its products by advertisements, by the doing of a very large and 
extensive business, the selling and dealing in food products, that 
when another offers food products as “High Grade Food Products” 
either so named or when the place of business of another is named 
as “High Grade Food Store,’ as defendants in this case do so 
advertise and name their places of business, those who enter such 
store or make purchases therein or therefrom are deceived in the 
belief they are there obtaining the goods handled by the plaintiff 
company. In other words, merely by so conducting their business 
the defendants are guilty of unfair competition in business with 
plaintiff. 

The bill of complaint in this case does not claim defendants 
have simulated the registered trade-mark of plaintiff. There is no 
claim defendants have dressed their goods in cartons, packages, 
boxes or other wrappings similar to those used by plaintiff. The 
sole and only charge or complaint in the bill resides in the simple 
fact that defendants deceive dealers and the public generally by 
the display or sign of “High Grade Food Products.” 
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It is not contended defendants do not make known to the 
public the true names of the owners of the store or anything other 
than the name “High Grade Food Store” from which it is asserted 
defendants are engaged in unlawful competition with plaintiff. It 
will be noted the name of the plaintiff as displayed uses the phonetic 
spelling of the word “Hy” instead of the correct spelling, as dis- 
played in the advertisement of defendant. In my judgment, even 
this one fact, striking as it is, would indicate no intent on the part 
of defendants to injure plaintiff in the manner of advertising its 
stores. Any one with the very least intelligence and prudence in 
business affairs would not be deceived. 

What constitutes unfair competition in business has been so 
often and so clearly stated by eminent judges with a clear knowl- 
edge and keen understanding of the meaning and use of the English 
tongue that no thoughtful person can fail to understand and apply 
the thought by them expressed. That preeminent lawyer and great 
judge, Walter H. Sanborn, in Kann et al. v. Diamond Steel Co., 89 
Fed. 705, states the rule as to unfair competition in the following 
language: 

“At present, it is sufficient to say that, in all cases, where a trade- 
mark is imitated, the essence of the wrong consists in the sale of the goods 
of one manufacturer or vendor as those of another, and it is only when 
this false representation is directly or indirectly made, and only to the 
extent to which it is made, that the party who appeals to the justice of 
the court can have a title to relief. Manufacturing Co. v. Spear, 2 Sandf. 
599, 606; Canal Co. v. Clark, 13 Wall. 311, 322; Gorham Co. v. White, 14 


Wall. 511, 523; McLean v. Fleming, 96 U. S. 245, 255, 256; N. K. Fairbank 
Co. v. R. W. Bell Mfg. Co., 23 C. C. A. 554, 77 Fed. 869, 876.” 


In Warner & Co. v. Lilly § Co., 265 U. S. 526 [14 T.-M. Rep. 
247], 44 S. Ct. 615, Mr. Justice Sutherland delivering the opinion 
of the court, says: 


“The use of a similar name by another to truthfully describe his own 
product does not constitute a legal or moral wrong, even if its effect be to: 
cause the public to mistake the origin or ownership of the product.” 


In Bliss, Fabyam & Co. v. Aileen Mills, Inc., 25 Fed. (2d) 
370 (C. C. A. 4th), 1, c. 372, it is said: 
“It is settled, beyond all controversy, that a manufacturer has no 


right to the exclusive use of a descriptive word in connection with his 
goods, and if, nevertheless, he adopts such a trade-mark, he himself is 
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largely to blame for the confusion which ensues when other manufacturers, 
with equal right, adopt similar terms to describe their products.” 


In Autoline Oil Company v. Indian Refining Company, 3 Fed. 
(2d) 457 (D. C. Md.) 1. c. 464 [18 T.-M. Rep. 334], it is said: 


“Finally, the complainant contends that it is entitled to relief, even 
though it may not rely upon either of its trade-marks, because the defend- 
ant has been guilty of acts of unfair competition, of which the court has 
jurisdiction by reason of diversity of citizenship. The cardinal rule is that 
nothing else than conduct tending to pass off one man’s merchandise or 
business as that of another will constitute unfair competition.” 


In Wrigley Co. v. Iowa Soap Co., 122 Fed. 796, Judge San- 
born again said: 


“The duty is imposed upon every manufacturer or vendor to so dis- 
tinguish the article he makes or the goods he sells from those of his rival 
that neither its name nor its dress will probably deceive the public or mis- 
lead the common buyer. He is not, however, required to insure to the 
negligent or the indifferent a knowledge of the manufacture or the owner- 
ship of the articles he presents. His competitor has no better right to a 
monopoly of the trade of the careless and indifferent than he has, and any 
rule of law which would insure it to either would foster a competition as 
unfair and unjust as that promoted by the sale of the goods of one manu- 
facturer as those of another. One who so names and dresses his product 
that a purchaser who exercises ordinary care to ascertain the sources of 
its manufacture can readily learn that fact by a reasonable examination 
of the boxes or wrappers that cover it has fairly discharged his duty to 
the public and to his rivals, and is guiltless of that deceit which is an 
indispensable element of unfair competition.” 


See, Forbes Tea §& Coffee Company v. Ranney-Davis Mercan- 
tile Co., 29 Fed. (2) 697 [19 T.-M. Rep. 43] ; Federal Trade Com- 
mission v. Klesner, 280 U. S. 1 [19 T.-M. Rep. 483]; McLean v. 
Fleming, 96 U. S. 246; American Foundries Company v. Robertson, 
269 U. S. 372 [16 T.-M. Rep. 51], 46 S. Ct. 160, and many other 
cases. 


I am of the opinion the bill in this case does not make out by 
its averments a case of unfair competition. The demurrer is there- 
fore sustained. 
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A. G. GiLBert Co. v. SHEMITZ ET AL. 
(36 F. (2d) 410) 


United States District Court, District of Connecticut 


November 29, 1929 


Unrarr Competirion—Imiratinc APPEARANCE OF Goops. 

The copying by defendants of the form, shape and general dimen- 
sions of plaintiff's design, in connection with their use of coloring, 
name plate and other features similar to those employed by plaintiff, 
held unfair competition. 

In equity. On final hearing. Suit for infringement of design 


patent and for unfair competition. Decree for complainant. 


Bristol §& White (Henry E. Rockwell and Edmund M. Bartho- 
low, of counsel), all of New Haven, Conn., for plaintiff. 

Maz W. Zabel, of Chicago, Ill., and Samuel H. Greenberg, of 
New Haven, Conn., for defendant. 


Burrows, D. J.: This is a suit for infringement of design 
letters patent No. 75,682, issued July 3, 1928, to plaintiff on an 


application of Alfred C. Gilbert for a design for a casing for fruit 
juice extractors. There is also joined with this suit an action based 
upon unfair competition. These causes are properly joined in one 
bill, because, as to the unfair competition cause, the parties are 
citizens of different states. Miller Rubber Co. v. Behrend 
(C. C. A.) 242 F. 515, 517. 

The plaintiff is a manufacturer of electrical products located 
in New Haven, and the defendants have a retail store in New 
Haven, where the alleged infringing juice extractor was sold in the 
usual course of business prior to the filing of the bill and subse- 
quent to the grant of letters patent. It is stipulated that the suit 
is being defended by Signal Electric Manufacturing Company of 
Menominee, Mich., the manufacturers of the alleged infringing 
article. 

In February of 1928, an arrangement was made between the 
plaintiff and the California Fruit Growers’ Exchange, whereby the 
latter became the exclusive distributors of the plaintiff’s fruit juice 
extractor, which exchange, since the time of this arrangement, has 
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expended in advertising over $1,500,000; their advertisements and 
illustrations of plaintiff's structure having appeared in many of 
the national publications. Down to the time of the trial, the ex- 
tractors sold by the plaintiff had a retail value of over $700,000. 
Undoubtedly, then, the plaintiff's structure was well brought to the 
attention of the trade and general public... ..* 


Taking up the charge of unfair competition, the plaintiff placed 
its construction on the market in the fall of 1927. The evidence 
shows that the defendant sold to the public in July, 1928. The de- 
fendant has not only copied the form, shape, and general dimensions 
of the plaintiff's construction closely, but they have copied other 
features. There is only a slight difference in the color of the 
standard; the shape of the name plate is very similar and its place 
upon the standard is the same; the position of the switch in rela- 
tion to the name plate and the spout is the same. The defendant’s 
and plaintiff's structures have gray cords coming out of the stand- 
ards at a like place. So that the defendant’s structure is not only 
similar in shape and dimensions, but it is generally similar in all 
other respects and has the sameness of appearance. 

Is this similarity such that the public is likely to be deceived? 
It is true that if the two constructions are placed side by side, the 
careful observer would see the slight differences in appearance, 


but if an ordinary buyer should go into a store to purchase the 
one, it seems to me that he could easily be deceived and buy the 
other. 


“....It is sufficient to show that the natural and probable result of 
defendant’s conduct will be to lead the public to purchase his goods in the 
belief that they are the goods of the plaintiff. If the conduct would de- 
ceive the ordinary buyer, making his purchases under the ordinary con- 
ditions, it is unfair competition.” Miller Rubber Co. v. Behrend, supra, 
and cases cited. 


There are so many similarities between the defendant’s struc- 
ture and that of the plaintiff that the intent to deceive must be in- 
ferred. I cannot conceive of so striking a resemblance on the 
whole coming from mere accident. The greater number of points 


1 Nore.—That part of the decision relating to the infringement is here 
omitted.— Eb. 
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of similarity, the stronger is the inference of an intentional imita- 

tion with intent to deceive. Miller Rubber Co. v. Behrend, supra. 
It is my opinion that the evidence supports the charge of un- 

fair competition. The plaintiff may have an injunction with costs. 
Let an order be submitted accordingly. 


HigHiaNp Dye Works, Inc. v. ANTEBLIAN 
(170 N. E. 47) 


Supreme Judicial Court of Massachusetts 


February 3, 1920 


Trape-Names—Unrair ComPetirTion. 

Defendant’s use of the name “Highland Dye House,” having been 
begun six years prior to the adoption in good faith by plaintiff of 
the corporate title, “Highland Dye Works,” could not be restrained 
as unfair competition, particularly as there was no evidence of any 
one being misled by the use thereof. 

In equity. Action to restrain unfair competition. From de- 


cree granting only partial relief, plaintiff appeals. Affirmed. 


F. S. Harvey, of Lowell, Mass., for appellant. 
F. Silverblatt, of Lowell, Mass., for appellee. 


Warr, J.: The plaintiff sought by this bill in equity to 
restrain the defendant from the use of the name “Highland Dye 
House” in connection with his business; and from displaying upon 
his stores signs similar to those used by the plaintiff and adver- 
tising his business in the manner adopted by the plaintiff for its 
advertising. The Superior Court restrained the use by this de- 
fendant of signs so similar to those of the plaintiff as to be likely 
to confuse or mislead the public to mistake the business of the de- 
fendant for that of the plaintiff, and ordered the removal of certain 
signs, but did not restrain the use of the words “Highland Dye 
House.”” The plaintiff appeals from the final decree, and from an 
interlocutory decree overruling its exception to a master’s report. 

The material facts found by the master are, in substance, as 
follows: The defendant since 1920 has carried on a cleaning, 
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dyeing, pressing and repairing business at 291 Westford Street in 
the so-called Highland district of Lowell. This store is opposite a 
corner where large numbers of people congregate to take street 
cars, and where signs upon it or its windows are in direct view. 
From 1920 the defendant has there maintained signs having the 
words “Highland Dye House” followed by either “A. G. Anteblian, 
Tailor” or “A. G. Anteblian, Prop.” He is known by his trade as 
doing business as Highland Dye House; and because of his un- 
usual name and difficulty in pronouncing it, is so designated by 
his customers. In 1923 one Antonopoulos opened a tailor shop at 
345 Westford Street. In 1926 he changed his business to clean- 
ing, dyeing, pressing and repairing and adopted the name High- 
land Dye Works. He took a brother into partnership in 1927, and, 
under that name, they carried on stores in four places in Lowell, 
only that on Westford Street being in the Highland district. The 
master found that Antonopoulos knew of the use of Highland Dye 
House by the defendant, but in taking the name Highland Dye 
Works did not have it in mind and acted in good faith. He ad- 
vertised widely in the press, on a truck, in programs, and booklets, 
and in other ways. In March, 1928, he was an incorporator of 
the Highland Dye Works, Incorporated. This corporation pur- 
chased the stores and business which the firm had carried on. It 
also has advertised widely and continuously in many ways. By its 
advertising and its stores in four distinct parts of Lowell it has 
given a secondary meaning to “Highland” in connection with “Dye 
Works” as referring to its business. In 1927 the defendant opened 
a second store on Chelmsford Street, using a sign “Highland Dye 
House Branch No. 2 A. G. Anteblian, Prop.” The plaintiff has 
never used the name “Highland Dye House” except by its insertion 
in the telephone directory with the address of one of its stores im- 
mediately following the defendant’s telephone address “Highland 
Dye House 293 Chelmsford’ and immediately preceding “High- 
land Dye Works” with the telephone numbers of all its four stores. 
The plaintiff placed signs in blue with distinctive lettered name in 
white over its stores. Subsequently the defendant put up at its 
stores exactly similar signs in blue and white which were intentional 
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copies of the plaintiff's attractive and distinctive signs. In March, 
1927, the plaintiff's predecessor distributed ten thousand pamphlets 
of a light blue color, and subsequently the defendant distributed 
five thousand of a like color intentionally copied from them. Apart 
from this the defendant did no advertising. The master found 
that persons of average intelligence will not confuse the names 
“Highland Dye House” and “Highland Dye Works” if no other 
points of similarity are present; but that the effect of the large 
blue and white signs taken with the similarity of name would be 
likely to cause mistake. There was no evidence that any customer 
dealing with the defendant had done so in the mistaken belief that 
he was dealing with the plaintiff. The defendant’s customers come 
not only from Lowell, but from the surrounding towns and know 
the business as the Highland Dye House. 

We find no error in overruling the plaintiff's exception to the 
master’s report. The finding that the two names were not likely to 
be confused by persons of ordinary intelligence when standing by 
themselves, was a finding of fact. No good exception lies thereto. 
Samuels v. Spitzer, 177 Mass. 226, 58 N. E. 693. Indeed, the find- 
ing that the plaintiff’s predecessor acted in good faith in taking 
the name Highland Dye Works in 1926 can be sustained only on 
the ground that the words are not so similar to Highland Dye 
House, the name under which to his knowledge the defendant had 
for years been doing business only fifty numbers away on West- 
ford Street, that they are not likely to mislead. 

Nor do we find that the final decree was wrong in permitting 
the defendant to continue to use the name which was used by him 
before the plaintiff or its predecessor began to use some of its 
words. However reprehensible the action of the defendant in 
copying the signs and pamphlets of the plaintiff in the endeavor to 
profit by its advertising, there was no unfair competition in con- 
tinuing the use of the name. Burt v. Tucker, 178 Mass. 493, 59 
N. E. 1111, 52 L. R. A. 112, 86 Am. St. Rep. 499. A different 
situation would exist had the adoption of the name attended or fol- 
lowed the action. Cohen v. Nagle, 190 Mass. 4, 76 N. E. 276, 2 
L. R. A. (N. S.) 964, 5 Ann. Cas. 553. The right of the defendant 
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to the use of the name is as important as the right of the plaintiff 
to relief. George G. For Co. v. Glynn, 191 Mass. 344, 350, 78 
N. E. 89,9 L. R. A. (N. S.) 1096, 114 Am. St. Rep. 619. Com- 
pare C. H. Batchelder & Co., Inc. v. Batchelder, 220 Mass. 42, 107 
N. E. 455. The decree protects the plaintiff from such unfair com- 
petition as was found to exist. 

Decree affirmed, with costs. 


Knox Hat Company, Inc. v. Se_F-Service MILLINERY SToREs, 
Inc. 


New York Supreme Court, Special Term, New York County 
February 27, 1930 


Unram Competirion—Use or Simran Trape-Names—“THENOX” AND 

“ZInNox” For Hars. 

The adoption and use by defendant of the name “Zinox” as a 
trade-mark for hats, held unfair competition as against plaintiff, 
which for many years had put out hats under the name “Knox,” par- 
ticularly as defendant simulated on its label, plaintiff's use of the 
name “Fifth Avenue,” its shield or crest, the lettering on its boxes and 
certain other features. 

In equity. On final hearing. Action for unfair competition. 


Decree for plaintiff. 


Briesen & Schrenk (Thomas McErlean, of counsel), all of New 
York City, for plaintiff. 

Kommel & Zucker (Louis Zucker, of counsel), all of New 
York City, for defendant. 


McCook, J.: The plaintiff and the defendant are respectively 
dealers in women’s hats, among other things. The plaintiff is a 
manufacturer also and has been in the business of manufacturing 


women’s hats for many years, nearly thirty, with a very high 
reputation for quality, material and workmanship. The plaintiff 
is entitled to the exclusive use of a shield or crest bearing the words 
“Thenox.” I take the evidence to be that these words “Thenox’”’ 
are not in use at the present time and were not in use by the plain- 
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tiff at the time of the beginning of this action, although the expres- 
sion “The Knox” as applied to hats seems to be in common oral 
use. The plaintiff has the exclusive right to another trade-mark, 
bearing the word “Knox” in bold capitals. It uses the second 
trade-mark exclusively, and sells women’s hats of good quality and 
workmanship at from $5 up, bearing house marks with a shield or 
crest, and some of the labels bearing the words “Knox-Fifth Avenue, 
New York.” I think the testimony was that about half of the 
women’s hats had that particular wording. 

The defendant sells, at a lower price, the highest being $4, 
and on a much smaller scale, hats of an inferior quality and work- 
manship bearing the word “Zinox,’ sometimes “Zinox-Fifth 
Avenue,” in capital letters, in some respects similar to those of 
plaintiff’s house marks, and in some respects different. It is not 
contended that in and by itself the shield or crest employed by the 
defendant is sufficiently like plaintiff's to constitute an infringe- 
ment. A similar question has arisen with respect to stockings, 
which plaintiff and defendant also sell, as well as other articles of 
men’s and women’s apparel. 

The defendant operated eight stores in Manhattan, Kings and 
Queens, one of them being on Fifth Avenue, Manhattan. The de- 
fendant freely used the words “Zinox” and “Zinox-Fifth Avenue” 
not only on the hats and stockings, as I have said, but in window 
signs and other signs and advertisements, including a dodger ad- 
vertisement in evidence; also on bags and boxes in which to pack 
the hats, although it is not claimed that the arrangement of the 
shield and other lettering on the bags and boxes is the same as 
plaintiff's. 

The defendant corporation was formed in 1925. Until 1928, 
however, the defendant did not use the word “Zinox’’ as a trade- 
name in the hat linings, though he said he did in certain other’ 
respects, during that period between 1925 and 1928. During all 
this time, that is, from 1925 on, Mr. Zinox was in control, as he 
puts it, of the business or trade affairs of the corporation, and was 
a stockholder in a substantial amount. Before 1925 he said he 
never used the word “Zinox”’ at all in connection with these goods. 
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His version of how he came to use his own name in the manner 
which plaintiff now objects to is that he found that the system of 
self-service, employed in the business of the defendant’s corpora- 
tion, was no longer successful on account of competition, because 
others used a similar system, and thereupon he took his own name, 
his last name be it observed and not the full name, and his testi- 
mony is that he did not know that the plaintiff sold women’s hats 
until this action was begun, and that he had no intention of imitat- 
ing its trade-mark or house-mark, whether it be considered a 
registered trade-mark or a trade-mark at common law. 

While the plaintiff’s rights do not depend upon evidence of a 
fraudulent intention on defendant’s part, it is seen that under the 
circumstances Mr. Zinox’s motives in doing what he did are not 
free from doubt. It is not necessary for the plaintiff to show that 
retail customers have actually been deceived. The question is 
whether the labels, marks and so on are calculated to mislead. 
There is evidence on the part of the plaintiff, in the case as a whole, 
from which I infer that it was calculated to mislead, both by lead- 
ing retail customers to believe that it was the plaintiff's product 
and so procuring sales for the defendant, and by causing customers 
to believe that the plaintiff was manufacturing and selling goods of 
an inferior quality, and so inducing them to buy hats and other 
articles from plaintiff's competitors instead of from the plaintiff. 

It would seem from the testimony, and I refer now to the 
defendant’s testimony as well as to that of the plaintiff, that it is 
not the usual practice for a customer of a retail store to examine 
the marks in the hats and other articles with great care and in 
great detail. It is to be assumed that such a customer never has 
the opportunity of examining the defendant’s and the plaintiff's 
product or marks in comparison with one another. These are also 
matters of common sense. 

Coming now to the comparison of the two names, merely the 
names. I have referred to the use of “Knox” and “Zinox.” In 
the case of Breakstone v. Greenberg, 192 App. Div. 213 (182 
N. Y. Supp. 340), Mr. Justice Greenbaum, writing for the Court, 
commented on the similarity of names—one was the “Aero” brand 
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and the other was the “Hero” brand—and spoke of the similarity 
in sound between the two words. 

It must have been observed all through the conduct of this 
trial that even the counsel were sometimes confused as to whether 
somebody was saying “The Knox’’ or “Zinox,” as applied to hats. 
Some of the witnesses and one of the counsel pronounced it ‘‘Zinox,” 
the other counsel pronounced it “Zeenox,’’ and I think some of the 
witnesses did. At all events, some people use the broad pronuncia- 
tion “the” for the word “the” and sometimes they employ the 
short “‘e.” 

The authorities governing this case are collected in two edi- 
torial articles in the New York Law Journal, issues of October 28, 
1924, and January 21, 1929. It is not a question here whether 
customers were deceived, in fact whether anybody was deceived, 
but whether the use of “Zinox,” as it has been used, was calculated 
to mislead. I believe it was. Plaintiff will have judgment. 

As far as the form of the injunction is concerned, there is some 
difference between the testimony received and the evidence con- 
tained in the affidavits which were submitted in connection with the 


matter passed on by this Court in special Term, Part I, and by the 
Appellate Division on Appeal. The Court is, therefore, ready to 
consider further whether these differences are such as would re- 
quire a difference in the extent of the injunction, or whether there 
are other circumstances that require a different form of injunction; 
therefore, submit findings with proposed form of injunction and 
so on. The form of injunction will be considered later. 


Knox Hat Company, INc. v. Sevr-Service MILLINERY SToreEs, 
INc. 


New York Supreme Court 
August 23, 1929 
Unram Competirion—TEst. 


In actions for unfair competition by the use of similar trade- 
marks, identity in the marks is not essential. A similarity sufficient to 
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deceive by creating confusion in the mind of the ordinary purchaser 
will suffice to justify an injunction. 
Unrarm Competirion—‘“Zinox” ann “THe Knox”—Imrratine LaBets. 
A trade-mark consisting of the words “Zinox, Fifth Ave., 
New York,” a coat-of-arms, shown in connection with partly furled 
banners attached to diagonally crossed bars, held confusingly similar 
to a mark consisting of the words “Knox, Fifth Ave., New York,” and 
a coat-of-arms, supported by eagles with outspread wings, and 
topped by an eagle bearing in its beak a pennant, both marks being 
used on hats. 
In equity. On motion for preliminary injunction to restrain 
unfair competition. Granted. For decision on final hearing, see 


p. 125, ante. 


Briesen & Schrenk (Thomas McErlean, of counsel), all of New 
York City, for plaintiff. 

Probst & Probst (J. Anthony Probst, of counsel), all of New 
York City, for defendant. 


Couns, J.: In actions for unfair competition by the use 
of similar trade-marks, identity of the trade-marks employed is not 
to be expected. A similarity sufficient to deceive by creating con- 


fusion in the mind of the casual purchaser possessed of ordinary 


prudence will suffice to condemn the practice as unfair and to 
justify the interposition of a court of equity to restrain the same. 
In the instant case, the long-continued use by the plaintiff of its 
trade-mark and the general and favorable recognition of its wares, 
bearing the same, cannot well be disputed. I am satisfied that the 
name Knox as a trade-mark has long been used by plaintiff to 
identify its wares and is associated with the same in the mind of 
the purchasing public. Not only do the trade-marks here in dispute 
bear a close resemblance upon casual inspection, but a closer com- 
parison emphasizes the conviction that there is an intent on the 
part of the defendant to mislead and deceive and to appropriate to 
itself the benefit of the good will which is the product of the 
plaintiff's trade-mark and which is of right its lawful property. In 
the linings of both the hat of the plaintiff and the defendant, the 
name is not the sole trade-mark used, but in each instance the name 


is surrounded by a pictorial device in the form of a coat-of-arms. 





130 TWENTY TRADE-MARK REPORTER 


Each of these has as its centerpiece a shield. The supporters of 
such shield in plaintiff's device on either side are eagles with out- 
stretched wings. The latter in the defendant’s are replaced by 
partly furled banners attached to bars diagonally crossed whose 
general direction is that of the spread wings of the eagles in plain- 
tiff’s device. In plaintiff's device the shield is surmounted by an 
eagle bearing in its beak a pennant floating above its head, which, 
roughly speaking, constitute the arc of a circle. In defendant’s 
device, as the resembling counterpart, a crown surmounts the shield, 
the upper edge of which constitutes the arc of a circle. In plain- 
tiff’s trade-mark the name “Knox” is frequently employed in im- 
mediate conjunction and placed directly above the words “Fifth 
Ave.—New York.” In defendant’s hats the name “Zinox’’ is used 
in immediate conjunction with and placed directly above the words 
“Fifth-Avenue, New York.” In both hats these are printed in the 
same style of type. Phonetically, there happens also to be a re- 
semblance in that the name “Zinox’’ would generally be pronounced 
as ““Zee-nox,” just as Zenith is commonly pronounced Zeenith. The 
term “Zinox Hats,” so pronounced, is not far different in sound 
from “The Knox Hats.” The defendant points out some features 
in its device wherein it differs from the device employed by the 
plaintiff. It is undoubtedly true that there are some differences. 
Wherever there is no absolute identity there will always be present 
points of difference, and in common experience these are resorted to 
in order to veil the simulation intended. Where, however, the gen- 
eral effect is one sufficient to mislead, confuse or deceive, such dif- 
ferences will be regarded as unimportant. I cannot be persuaded 
that the resemblances in the instant case are accidental. Being of 
the character as above stated, I hold them to be materially preju- 
dicial to the plaintiff in its business and to constitute unfair com- 
petition. That the name “Zinox” is the name af the president of 
the defendant corporation does not justify this misuse in its em- 
ployment as a trade-mark (Higgins v. Higgins, 144 N. Y. 462; 
Lerner Stores Corporation v. Lerner Ladies Apparel Shop, 218 
A. D. 445, 218 N. Y. 372 [17 T.-M. Rep. 3]). His name con- 
stitutes no part of defendant’s corporate title; neither is its cor- 
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porate title employed in its trade-mark to distinguish and identify 
its wares. It is undenied that the trade-mark or trade-name 
“Knox” has been in use by the plaintiff for generations past, while 
that of the defendant has only come into existence since the month 
of December, 1928. It is passing strange that Mr. Zinox has not 
disclosed his previous activities in the millinery or men’s hat busi- 
ness, nor does it appear that they were such as to make his surname 
specially valuable in defendant’s business as a trade-mark. Why, 
then, was it specially adopted? It is so employed as to constitute 
a fraud upon the plaintiff and a deception of the public. The es- 
sential facts are sufficiently established to warrant an injunction 
during the pendency of this action. The defendant contends that 
it will succeed upon the trial and that such injunction issued at 
this time will cause it great financial loss. Such success does not 
appear to me to be foreshadowed by the proofs presented on this 
application, but against any such contingency an undertaking will 
be sufficient to safeguard the interest of the defendant in this 
respect. Let the injunction issue accordingly during the pendency 
of this action, as prayed for by the defendant, upon its furnishing 
an undertaking in the sum of $5,000. Settle order. 


INTERNATIONAL PostaL SuppLty CompaNy v. THE Pitney-Bowes 
Postrace Meter Co. 


United States Court of Customs and Patent Appeals 


March 19, 1930 


Trave-Marxs—Opposirion—Goopns or Same Descriptive Properties. 
Machines used in sealing envelopes, counting and affixing postage 
stamps thereto, held to be of the same descriptive properties as stamp- 
cancelling machines. 
Trape-Marxs—“Mar-O-Merer” anv “Seat-O-Merer”—Conrtictine Marks. 
Two marks, consisting, on the one hand, of the notation “Mail-O- 
Meter,” the letters “M” and “R” being printed largest with the other 
letters tapering to the letter “O,” enclosed within a fanciful design; and, 
on the other hand, of the notation “Seal-O-Meter” with the letter “O” 
printed largest and the letters nearest it tapering away to the end 
letters “S” and “R,” the letter “O” being oval and enclosing the device 
of a sealed envelope and the whole shown in a diamond-shaped field, 
held to be confusingly similar. 
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Appeal from the decision of the Commissioner of Patents, sus- 
taining a trade-mark opposition. Affirmed. For the Commis- 
sioner’s decision, see 18 T.-M. Rep. 244. 


A. D. T. Libby (Charles L. Sturtevant, of Washington, D. C., 
of counsel), for appellant. 

Alexander & Dowell (Arthur E. Dowell, of counsel), all of 
Washington, D. C., for appellee. 


Garrett, J.: These two cases came before us and were heard 
together upon appeal by the International Postal Supply Company 
from the decision of the Commissioner of Patents affirming the de- 
cision of the Examiner of Interferences sustaining the oppositions 
of Pitney-Bowes Postage Meter Company to the registration of 
certain trade-marks, under the Federal Trade-Mark Act of 1905. 

In the decisions of the Tribunals of the Patent Office descrip- 
tions of the marks are given, that of the Examiner of Interferences 


being more in detail and reading as follows. 


“The mark of the opposer consists of the notation ‘Mail-O-Meter’ in 
which the letters ‘M’ and ‘R’ are printed largest with the other letters of the 
words, Mail and Meter, tapering or sloping towards the middle letter ‘O,’ 
which is set off by hyphens from the words Mail and Meter. The letter 
‘O’ is circular in shape and is printed somewhat larger than the letters ‘L’ 
and ‘M’ adjacent to it. In registration 182,208 the notation alone comprises 
the mark, but in registration 182,209 the notation is surrounded by an out- 
line of fanciful design. 

“The mark of the applicant, on the other hand, consists of the nota- 
tion, ‘Seal-O-Meter’ in which the letter ‘O’ is printed largest with the 
letters of the words Seal and Meter tapering away from it so that the 
end letters ‘S’ and ‘R’ are much smaller than the middle letter ‘O.’ The 
letter ‘O’ is more or less oval in shape and within it appears the representa- 
tion of a sealed envelope. The notation is inclosed within a field, diamond 
in shape and colored black and yellow. Over the letter ‘O’ appear the 
letters ‘I. P. S. Co.’ and below it the notation, ‘Trade-Mark.’ The words, 
‘Meter’ and ‘Trade-Mark’ are disclaimed apart from the mark illustrated 
in the drawing. 

“From the foregoing it is seen that the marks of both parties are 
compound words, or notations, consisting of two words with the letter ‘O’ . 
between them. The word Meter is common to each and appears at the 
end of each notation. The first word of each notation consists of four 
letters of which two of the letters, ‘A’ and ‘L,’ are common to both, and 
the letter ‘L’ terminates each word. Also the letters forming each of the 
marks taper, or slope, but in opposite direction; those of the opposer 
tapering from the ends towards the middle letter ‘O, while those of appli- 
cant taper away from the middle letter ‘O’ towards the ends. Opposer’s 
mark of registration, 182,209, is also inclosed within a field described by 
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a line which is more or less concentric with the outline of the lettering, 
while applicant’s mark is placed within a diamond-shaped field. The prin- 
cipal difference between the two marks resides in the first words, one 
being ‘Seal’ and the other ‘Mail.’ Another difference appears in the shape 
or contour of the two marks; the lettering forming applicant’s mark is 
shaped so as to be more or less concentric with the diamond-shaped field 
which is of a characteristic color, black and yellow, while the lettering of 
opposer’s mark, is shaped so as to be concentrically placed within a field 
described by an outline of more or less artistic design. This design, how- 
ever, is quite different in outline from applicant’s diamond field.” 


The degree of resemblance between the respective marks is 
shown from the above-quoted description and we agree with the 
Examiner that the words “Mail-O-Meter” and “Seal-O-Meter” re- 
spectively comprise the dominant and essential characteristics of 
the two. 

The question is, therefore, whether, in view of such resem- 
blance as exists in the marks themselves, the goods to which they 
are applied are of the same descriptive properties, so that as a 
result there would be likelihood of their causing confusion or mis- 
take in the mind of the public or deceiving purchasers. 

In passing upon the question, the Examiner of Interferences 
said: 


“It is not disputed that the goods on which the marks are used 
possess the same descriptive properties.” 


Applicant in stating the grounds of its appeal to the Commis- 
sioner insisted that the Examiner was in error in so finding. 
Upon the issue the Commissioner of Patents found: 


“It is quite clear the applicant company is now using its mark upon 
substantially the same kind of machines as those upon which the opposer 
has continuously used its mark from a date long prior to that established 
by the applicant. Under these conditions, the question here to be con- 
sidered is restricted to the similarity of the marks.” 


In the appeal to this Court, error is assigned upon this finding 
of the Commissioner. 


In our study of this question, as of the other matters constitut- 
ing the issue, we have made careful examination of the record, in- 
cluding the evidence taken and the numerous exhibits filed. 

It is the insistence of appellant (applicant) that the only items 
of merchandise possessing the same descriptive properties are cer- 
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tain machines of opposer which are being sold under the trade- 
name of “Metered-Mail,” and that the ‘“Mail-O-Meter” machines 
of opposer which seal and affix stamps are not machines of the same 
descriptive properties as the “stamp-cancelling” machines of ap- 
pellant. 

The “Metered-Mail’” trade-marks of opposer appear to be reg- 
istered marks, but they are not immediately involved in the instant 
case, opposer insisting that there is competition between the articles 
marked “Seal-O-Meter” and those marked ‘“‘Mail-O-Meter,” as well 
as between the “Metered Mail” and “Seal-O-Meter” devices, which 
should cause appellant’s application for registry to be denied. 

From the whole record in the case, we feel constrained to 
agree with the finding of the Commissioner of Patents on this ques- 
tion. Both the “Mail-O-Meter” and “Seal-O-Meter” machines 
are used to seal and stamp envelopes and are sold to private owners 
for that purpose. They are likewise equipped with devices to 
count the number of pieces of mail stamped by the machine. 

Appellant’s device is evidently more than merely a postage- 
cancelling machine. 

In its exhibit No. 18, which seems to be an advertising pam- 
phlet, the statement is made that “Seal-O-Meter No. 2....auto- 
matically feeds, separates, seals, metres, post-marks and stamps.” 

In Exhibit No. 1 of appellee, which also seems to be advertis- 
ing matter, the claim is made that “Mail-O-Meter” is the “first 


mechanism for simultaneously sealing letters, affixing the postage 
stamps and rendering an account of the postage used.” 
It is quite apparent, we think, that the respective devices are, 


in a number of essential features, identical in purpose and quite 
similar in function. The record does not sustain appellant’s con- 
tention as to there being no similarity in the devices which are 
actually in competition under the respective marks, ‘“Mail-O-Meter” 
and “Seal-O-Meter,”’ and we find no error in the decision of the 
Commissioner on this point. 

There is a strong resemblance between the marks themselves 
and we think the distinctive similarities between the machines to 
which the marks are applied bring them within the phrase “of the 
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same descriptive properties,’ and that the record justifies the con- 


clusion that the application of the marks would likely cause con- 
fusion or mistake in the mind of the public. 

It was stipulated by counsel for the respective parties to the 
cases “that the appeals 6876 and 6877 be consolidated and treated 
as one appeal.” 

We have, accordingly, so treated them here and in both cases 
the decision of the Commissioner of Patents is affirmed. 


AMERICAN Fruit Growers, INc. v. MicuiGan Fruit Growers, INc. 


United States Court of Customs and Patent Appeals 


March 19, 1930 


Trapve-Marxs—Opposition—ConFiictInc Marks. 

A mark consisting of the word “Michigander,” a representation 
of two or three kinds of fruit enclosed in a double circle, an outline 
of the lower peninsular of Michigan and a representation of a goose 
in white, held to be confusingly similar to a mark consisting of the 
words “Blue Goose,” appearing above a representation of a blue goose 


enclosed in a double circle, both marks being used on fresh and canned 
fruit. 


OprostrlonN—REPRESENTATION OF Goose as TrapE-Marxk—Prior Use. 

In an opposition brought to the registration of a mark consisting 
essentially of the representation of a goose, held that, although neither 
party was first to use such feature, the appellant having registered it, 
was not so narrowly restricted in the use of its mark as to be dis- 
entitled to protection. 

Appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Reversed. For Commissioner's 
decision, see 18 T.-M. Rep. 257. 


R. T. M. McCready (Chas. R. Allen, of Washington, D. C., of 
counsel), for appellant. 
James Atkins, of Washington, D. C., for appellee. 


Before, Granam, Presiding Judge, and Bianp, Harrte.p, 
Garrett and Lenroot, Associate Judges. 


Hatrie.p, Judge, delivered the opinion of the Court: 
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Hatrie.p, J.: This is an appeal, in a trade-mark opposition 
proceeding, from the decision of the Commissioner of Patents affirm- 
ing the decision of the Examiner of Interferences dismissing the 
opposition of appellant and adjudging appellee entitled to the regis- 
tration of a composite trade-mark—Serial No. 218,983—consisting 
of the word “Michigander” and representations of two or three 
kinds of fruit enclosed within a double circle, together with an 
“outline tracing of the lower peninsula of Michigan, and the rep- 
resentation of a goose in white’ upon a black and white back- 
ground, for use on fresh and canned fruits. 

Appellant’s trade-mark consists of the words “Blue Goose” 
appearing immediately above the representation of a “blue goose’’ 
enclosed within a double circle. This mark was registered on 
January 13, 1920. It has been used by appellant and its prede- 
cessor throughout the United States and many foreign countries 
since May, 1918, on fresh fruits and vegetables, and has become 
associated in the public mind with the highest quality of these com- 
modities. Appellant has sold its products and advertised its mark 
extensively in every State in the United States, including the State 
of Michigan. Its trade-mark appears on packages in which its 
fruits and vegetables are contained, as well as on the skins of 
citrus fruits. As illustrative of the extent to which the mark of 
appellant is used, more than five million Blue Goose labels were used 
in 1925 on packages containing its products, and more than ninety- 
one million “pieces of citrus fruits’ were printed with this label. 
During the same year appellant sold more than thirty-eight thou- 
sand carloads of fruits and vegetables for the sum of approxi- 
mately forty million dollars. Large sums of money have been ex- 
pended in advertising the mark in the newspapers, on posters, 
painted signs, in trade-papers, magazines, in advertising matter to 
the growers of fruit, moving signs, etc. 

It appears that appellee’s application for registration of its 
mark was filed August 19, 1925. No evidence was submitted by 
appellee. 

On March 5, 1927, the Examiner of Interferences held that 
“An inspection of the marks used by the parties makes it seem 
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reasonably probable that confusion in trade would be likely,” and, 


accordingly, that appellee was not entitled to have its mark regis- 
tered. 


On July 9, 1927, the Examiner of Interferences set aside his 
previous decision, dismissed the opposition, and held that appellee 
was entitled to have its mark registered for the following reasons: 


“This is an opposition which comes to final hearing before the examiner 
for the second time. The situation is now different by reason of an 
amendment of the answer. In this amendment the defense of the use of 
marks by third parties is made. The evidence of this use is wholly statu- 
tory and is afforded by registrations, profert of which has been made by 
means of soft copies. 

“The defense relied upon is substantially the same as that which 
was employed in the cases of Goodall Worsted Co. v. Palm Knitting Co., 
Ine., 352 O. G. 535 [16 T.-M. Rep. 91]; Booth Fisheries Company v. Adams 
§ Sons Grocer Company, 350 O. G. 469 [16 T.-M. Rep. 89], (10 F. (2d) 
100). 

“In effect, this defense is that the representation of a goose is less 
fanciful and arbitrary than it prima facie appears to be from mere in- 
spection of the mark used by the opposer. Of the registrations relied 
upon, perhaps registration No. 97,009, issued May 12, 1914, will serve 
as an example. It discloses the notation “Gray Goose,” accompanied by 
the representation of a goose, and is used on canned fruits and canned 
vegetables. It seems to the Examiner that this defense is well founded, in 


view of the rulings in the cases just cited and the statutory evidence 
afforded by these registrations.” 


On appeal, it was held by the Commissioner of Patents that, 
although the registration of appellee’s mark would probably cause 
confusion in the trade, nevertheless, in view of prior registrations 
and particularly registration No. 97,009, issued May 12, 1914, of 
the words “Gray Goose,” accompanied by the representation of a 
goose, for use on canned fruits and canned vegetables, appellee was 
entitled to have its mark registered. In explanation of this hold- 
ing, the Commissioner said: 


“Some of the above noted registrations were issued long prior to the 
earliest date of adoption and use claimed by opposer. It would appear, in 
consequence, that opposer was not the first to adopt and use the repre- 
sentation of a goose upon goods of this class and it also appears that the 
applicant’s particular representation of the goose more nearly resembles 
that disclosed in registration No. 97,009 than it does the representation of 
a blue goose adopted and used by the opposer. Under these conditions, 
and following the practice announced in Goodall Worsted Co. v. Palm 
Knitting Co., Inc., 352 O. G. 535, 56 App. D. C. 148 [16 T.-M. Rep. 91], 
(10 F. (2d)1013), and Booth Fisheries Company v. Adams §& Sons Grocer 
Company, 350 O. G. 469, 56 App. D. C. 142 (10 F. (2d) 1007), the opposer 





138 TWENTY TRADE-MARK REPORTER 


must be deemed restricted in its protection to such distinguishing features 
of its mark as are not found in prior registered marks used wpon the 
same class of goods. Applying this test, it would seem the applicant’s rep- 
resentation of a goose in no way infringes the particular representation 
adopted by opposer. Except as to the representation of the goose, the 
applicant’s mark is quite dissimilar to that of the opposer.” (Italics ours.) 


In the case of Booth Fisheries Co. v. Adams & Sons Grocer 
Co., 56 App. D. C. 142, 10 F. (2d) 1007 [16 T.-M. Rep. 89], the 
court had under consideration the opposition of appellant, owner 
of the registered trade-mark “Black Diamond” and a diamond- 
shaped figure, to the registration by appellee of the mark “Dia- 
mond A,” “associated with the representation of a diamond enclos- 
ing a large capital ‘A.’”” The goods of the respective parties were 
of the same descriptive properties. In holding that appellant was 
not entitled to the exclusive use of the figure of a diamond, or the 
word “Diamond,” or both, the court said: 


“There is no dispute that the goods of the respective parties are of 
the same descriptive properties. It appears that the Patent Office, both 
before and after adopttion [adoption] of the mark ‘Black Diamond’ by 
appellant, registered the word ‘Diamond’ in varying forms to many dif- 
ferent parties, and to several for use upon goods of the same descriptive 
properties as those of appellant. Appellant, therefore, was not the origi- 
nator of the diamond as a trade-mark for canned food products, and is 
not entitled to the exclusive use of that word or representation. Alaska 
Packers’ Ass’n v. Admiralty Trading Co., 43 App. D. C. 198 [5 T.-M. Rep. 
251]; Alaska Packers’ Ass’n v. Getz Bros. & Co., 49 App. D. C. 55, 258 F. 
527 [8 T.-M. Rep. 248]. See, also, Am. Steel Foundries v. Robertson et al., 
46 S. Ct. 160, 70 L. Ed. 317 [16 T.-M. Rep. 51], decided in the Supreme 
Court of the United States January 4, 1926. On this point the Assistant 
Commissioner said: 

“It seems to be fairly justifiable to hold that a diamond shape had 
been used to a considerable degree upon goods of this same general class 
before the opposer entered the field. Each of those who followed the 
first user of a diamond shape is only entitled to such distinctive features 
as he adds to his figure. 

“A different conclusion would result in the granting to appellant of a 
monopoly in the use of the word ‘Diamond’ and representation of it, to 
which appellant is not entitled. We agree with the Patent Office that the 
difference between the two marks is such as to entitle appellee to the 
registration of its mark.” (Italics ours.) 


In the case of Alaska Packers Association v. Admiralty Trad- 
ing Company, 43 App. D. C. 198, cited in the Booth Fisheries Co. 
case, supra, appellee had applied for the registration of a mark 
consisting of the “representation of a flag ‘having a blue back- 
ground with a horizontally arranged white stripe with three stars,’ 
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together with the red monogram ‘A.T.Co.,” for use on canned 
salmon. It appeared that the opposer—appellant—had used several 
different flags as trade-marks on goods identically in character. In 
disposing of the case, the court said, in part: 


“Since appellant has itself used the several different flags above 
described, in the sale of different brands of its goods, it is hardly in a 
position here to contend that the mark of the applicant will be likely to 
cause confusion in trade, since that mark differs from each of its marks 
as much as they differ from one another. In other words, having sold 
these different brands of salmon under as many different flags, appellant 
is here estopped to contend that it will be damaged by the registration of 
applicant’s mark, and, having no standing to be heard, its petition was 
rightly dismissed.” (Italics ours.) 

In the case of Goodall Worsted Co. v. Palm Knitting Co., Inc., 
supra, the court held that, as a mark consisting of the words “Palm 
Island” and a representation of a palm tree had been used and 
registered long prior to appellant’s use and registration of the 
words “Palm Beach,’ appellant was not entitled, in view of the 
fact that it was not the originator of the word “Palm,” nor of the 
representation of a palm tree, in a trade-mark, to the exclusive use 
of such word or representation; and that appellee was entitled to 
the registration of its mark consisting of the words “Palm-Knit”’ 
accompanied by a representation of a palm tree in a rectangle, for 
use on goods possessing the same descriptive properties as those on 
which appellant’s mark was used. In concluding its opinion, the 
court said: 

“....Both these features, the word ‘Palm’ and the representation of 
a tree, were used prior to opposer’s adoption and use of its mark, and 


these are the only features which are common to the mark of the applicant 
and that of the opposer. 


“As the Patent Office found, ‘Palm-Knit’ differs from ‘Palm Beach’ 
more than ‘Palm Beach’ differs from ‘Palm Island.’ ” 


Section 5 of the Trade-mark Act of February 20, 1905, pro- 
vides, in part, as follows: 


“Sec. 5. That no mark by which the goods of the owner of the mark 
may be distinguished from other goods of the same class shall be refused 
registration as a trade-mark on account of the nature of such mark unless 
such mark— 

~ * + - ° 


“Provided, That trade-marks which are identical with a registered or 
known trade-mark owned and in use by another and appropriated to 
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merchandise of the same descriptive properties, or which so nearly re- 
semble a registered or known trade-mark owned and in use by another 
and appropriated to merchandise of the same descriptive properties as to 
be likely to cause confusion or mistake in the mind of the public or to 
deceive purchasers shall not be registered:....” 

Without attempting to distinguish the decisions in the cases 
hereinbefore referred to, it is plain that they must be considered 
in the light of the quoted statutory provisions. In none of those 
cases were the involved trade-marks identical. 

Considering the provisions of the second clause of the quoted 
proviso, together with the apparent lack of similarity of the in- 
volved marks and the language of the court, it is evident that those 
decisions were based upon the theory that the registrations of the 
respective marks would not be likely to cause confusion or mistake 
in the mind of the public or to deceive purchasers. 

It appears in the case at bar that appellee seeks to register its 
mark for use on fresh and canned fruits. Appellant’s mark is used 
on fresh fruits and vegetables. So far as we are aware, appellant 
was entitled to the registration of its mark for use on its products. 
If it was not, its mark ought not to have been registered; if it was 
inadvertently registered, those injured by such registration have a 
statutory remedy—application for cancellation. Appellee, how- 
ever, is not injured by the registration of appellant’s mark, and, 
while it may be that appellant is not the originator of a representa- 
tion of a goose for use in a trade-mark, neither is appellee. Can 
it be said then that appellant is so narrowly restricted in the use 
of its mark that it is not entitled to the protection afforded by the 
statute? We thing not, Accordingly, the goods of the parties 
possessing the same descriptive properties, the sole question for 
determination is whether the mark of appellee is confusingly 
similar to that of appellant. If it is, registration ought to be 
denied. If it is not, registration ought to be granted. 

One of the dominant features of appellant’s mark is the repre- 
sentation of a goose. The representation, blue in color, usually 
appears on a white, but sometimes on an orange, background, and 
is accompanied by the words “Blue Goose.” The mark of appellee 
includes the word “Michigander,” representations of two or three 





DECISIONS OF THE COMMISSIONER OF PATENTS 141 


kinds of fruit, and an “outline tracing of the lower peninsula of 
Michigan,” upon which appears the representation of a white 
goose—the dominant feature of the composite mark. The other 
so-called features of the mark, with the exception of the word 
“Michigander,” are indistinct and can be recognized only by care- 
ful scrutiny. Why this is so, can only be conjectured. The word 
“Michigander” does not resemble, in appearance or in sound, the 
words “Blue Goose.” This is not true, however, as to meaning. 

We are of opinion that the dominant characteristics of appel- 
lee’s mark are not sufficiently distinguishable from the mark of 
appellant; that the marks are confusingly similar; and that to per- 
mit the registration of appellee’s mark would cause what the statute 
was intended to prevent—confusion, mistake, and deceit. 

For the reasons stated, the decision is reversed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register, as a trade-mark for leather shoes, a mark consisting of 
the representation of an arrow, colored red, with the words “Red 
Arrow” upon it and having within the feathered portion of the 
arrow two concentric circles around the letter “W,” in view of 
the prior use and registration of marks consisting respectively of 
a single arrow, crossed arrows, the word “Arrow,” and the word 
“Hood” with an arrow piercing the letters, as trade-marks for 
rubber boots and shoes, rubber overshoes and rubber-soled canvas 
shoes. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks are so similar that the use 
on these goods would be likely to cause confusion. 

With respect to the goods he said: 


“As to the similarity of the goods the holding of the Court of Appeals 
in the case of Boston Rubber Shoe Co. v. Abramowitz, 247 O. G. 247, 47 
App. D. C. 199, is deemed conclusive that the goods of the opposer and 
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those of the applicant possess the same descriptive properties as such 
terms have been construed in adjudicated cases.” 


With reference to the applicant’s argument that the color and 
the words “Red Arrow” distinguished its mark and that the 
opposer’s rights were limited by certain registrations, only two 
of which were prior to opposer’s use, he said: 


“The other registrations to which attention has been called are long 
subsequent to the date of adoption and use established by the opposer. 
There is no evidence as to the extent of use of any of these registered 
marks, and there is nothing of record to show the marks of these two 
registrations issued before the opposer entered the field were used for 
any length of time after the dates of such registrations, or that they 
were ever used to any extent, or were in use when either of the parties 
here involved entered the field. 

“Under these conditions it must be held that none of the registra- 
tions to which the applicant has called attention limit the rights of the 
opposer in connection with its marks.” 


He then, after stating that the goods of the parties would 
quite likely be referred to as the “arrow” goods and that the color 
of applicant’s mark would not be impressed to any great extent 
upon the mind of the purchaser, he said: 

“Having worn or become familiar with opposer’s goods with the 
arrow mark upon them and seeing the applicant’s mark upon leather 
shoes, a purchaser would be quite likely to think the goods had the same 


origin. Where there is doubt, the settled rule requires it must be resolved 
against the newcomer.” * 


Kinnan, F. A. C.: Held that applicant is not entitled to 
register the term “Westola,” as a trade-mark for shortening for 
frying and baking foods, in view of the prior adoption and long 
use by opposer of the term “Wesson” as a trade-mark for vegetable 


oil product used as a shortening. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks confusingly similar as applied 
thereto. 

In his decision, after noting that the testimony showed long © 
and extensive use by the opposer and therefore doubt, if any, must 
be resolved against the later comer, and noting applicant’s argu- 
ment that since its product is normally about the consistency of 


*Hood Rubber Co. v. Weyenberg Shoe Mfg. Co., 156 M. D. 282, 
January 30, 1930. 
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lard and sold in large quantities, whereas the goods of the opposer 
are usually sold in liquid form and in small containers, there would 


be no likelihood of confusion, the First Assistant Commissioner 
said: 


“There is some attempt on the part of the applicant to show that the 
opposer’s goods are not used for the same purpose as are the goods of 
the applicant but the evidence seems fairly satisfactory that the uses of 
the goods of both parties very largely overlap. Even if the applicant 
generally sells its goods in bulk to bakers, there is nothing to restrict 
its activities to this class of customers, or to prevent a considerable 
expansion of its business in connection with small quantities of its product 
put up in small containers sold to a different class of customers.” 


With respect to the marks, he said: 


“Both marks employ the initial syllable ‘Wes,’ while the remaining 
portions of the marks are quite dissimilar. It may be conceded that the 
first syllable of the applicant’s mark is ‘West,’ but when the entire mark 
is pronounced it is quite likely that the second syllable would be regarded 
by the public as made up of the letters ‘to.’ The first portion of a fanci- 
ful mark is more likely to be retained in the memory of a ‘casual pur- 
chaser or observer than the other part of the mark. It would seem there 
is at least some probability that purchasers would confuse the two marks 
since they seldom have both marks before them at the same time for 
comparison, but decide from memory and without much reflection.” 


With respect to the argument that although applicant’s mark 
had been in use since 1920, no confusion had been shown, the First 
Assistant Commissioner, after noting that the testimony showed 
that applicant’s sales had largely been on the Pacific coast and in 
Honolulu, that it had never advertised its goods and that appli- 
cant, prior to the adoption of its mark, was familiar with opposer’s 
goods and trade-mark, said: 


“In view of these facts there is no showing upon which to base a 
holding that the goods of the applicant have appeared to any considerable 
extent in the same market and in competition with the goods of the 
opposer. No inference can, in consequence, be drawn that had the goods 
been in the same market with those of the opposer for nine or ten years 
no confusion would have arisen and, therefore, none would be likely to 
arise in the future.” ” 


Moore, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for insulating caps, a mark consisting of the word 


? Southern Cotton Oil Co. v. Globe Grain & Milling Co., 156 M. D. 
284, January 31, 1930. 
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“Conex,” in view of the prior use by the opposer of the term 


““KeNex,” as a trade-mark for electrical connectors. 

The ground of the decision is that by failing to file an answer 
the applicant admitted that the goods are of the same descriptive 
properties, and that an inspection of the marks shows that they are 
so similar that the contemporaneous use thereof would be likely 
to cause confusion. 


In his decision, after pointing out that the applicant by filing, 
after the denial of the motion to dismiss the opposition, a waiver 
of the right to file an answer, admitted the material facts set up 


in the notice of opposition, the Assistant Commissioner, with re- 
spect to the marks, said: 


“A comparison of the words constituting the two marks shows them 
to be substantially the same, except that the first syllable of the appli- 
cant’s mark consists of the letters “Co,” while that of the opposer’s mark 
consists of the letters “Ke,” the last syllable of each of the two marks 
being the same. As to sound, in so far as the function of the devices to 
which the two marks are appropriated is concerned, it is believed that 
the words would be given the same pronunciation by the average purchaser 
of said devices; and with respect to appearances, it is believed that the 
average member of the public would not carry the differences in memory.” 


With respect to applicant’s contention that the opposer used 
no mark on its goods similar to those of the applicant at the time 
the latter adopted its mark, and to the contention that the only 
evidence of the use of any mark by opposer on goods similar to 
applicant’s was not properly before the Patent Office, the Assistant 


Commissioner, after noting the admission of the applicant, by the 
failure to file an answer, said: 


“The opposer in its pleadings alleged that to permit the registration 
of the applicant’s mark will grealty damage the opposer in the use of its 
mark, ‘KeNex,’ for electrical connectors, in that such use would cause 
confusion between the goods offered to the public by the opposer and 
the goods offered by the applicant. If the applicant were of the opinion ' 
that such allegation had no basis in fact, evidence, or at least a denial of 
the alleged fact, should have been presented by the applicant in support 
of its opinion. So far as shown by the record, the opposer or its prede- 
cessor used its mark on goods possessing the same descriptive properties 
as those of the applicant prior to the applicant’s entry into the field.” * 


*The Bryant Electric Co. v. Ramie Union, 256 M. D. 299, February 
19, 1930. 
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Moorg, A. C.: Held that applicant is not entitled to register 
as a trade-mark for packers’ products, namely, lards, hams, etc., 
the word “Beauties,’ in view of the prior adoption and use by 
opposer and its predecessor in business of the term “American 
Beauty,” as a trade-mark for goods of the same descriptive proper- 
ties. 

The ground of the decision is that the opposer had established 
a date of use prior to that of the applicant and that the marks 
were so similar that their contemporaneous use on the goods in 
question would be likely to cause confusion. 

In his decision, after stating that it had been established 
that “The Butchers’ Packing Company” had adopted the mark 
on a date prior to any date claimed by the applicant and had used 
the same, the Assistant Commissioner said: 


“That the opposer acquired all of the assets of ‘The Butchers’ Pack- 
ing Company,’ including the trade-mark ‘American Beauty’ and the good- 
will of the business, is reasonably well established by the testimony of 
the opposer’s witnesses, and particularly that of Albert Kahn in answer 


to Q. 11.” 

With reference to the question of the similarity of the marks, 
after noting that a number of the witnesses testified that the 
opposer’s goods were called for not only by the name “American 
Beauty,” but by such names as “Beauty,” “Beauties” and “Beaut- 
bacon,” “Beauty Ham” and “Beauty Bacon,” he said: 


“In that the customers of both parties use the term ‘Beauties’ in 
ordering the respective goods of the parties, it is reasonably certain that 


confusion would be likely to occur by the registration of the applicant’s 
mark, ‘Beauties.’ ” * 


Descriptive Terms 


Moore, A. C.: Held that the applicant is not entitled to 
register, under the Act of 1905, the notation “Off the Cob,” as a 
trade-mark for canned corn, since this notation is merely descrip- 
tive of the goods. 

In his decision, after noting the applicant’s contention that the 


*The E. Kahn’s Co. v. The Wm. Schluderber-T. J. Kurdle Co., 156 
M. D. 303, February 24, 1930. 
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notation is merely suggestive and stating that the line between sug- 
gestive marks and descriptive marks is not clear in every case, he 
said: 


“The manner in which the mark functions in these cases is believed 
to be the controlling factor. If the mark directs the mind of the public 
to the quality or characteristics of the goods with which it is used, it is 
clearly descriptive of the goods and not registrable. But if, on the other 
hand, it can have no other function than to direct the mind of the public 
to the author or owner of the goods with which it is used, it constitutes 
a valid trade-mark and is registrable. 

“The phrase ‘Off the Cob’ is regarded as descriptive of the quality 
or character of the goods. It tells the public that the corn sold under the 
mark is off the cob, and not on the cob as sometimes sold by others. It 
clearly defines the characteristic of the applicant’s merchandise which 
distinguishes it from corn on the cob as a merchantable commodity.” ° 


Moorz, A. C.: Held that applicant is not entitled to register, 
as a trade-mark for refrigerators, the term “Iced-Aire,’ both be- 
cause it is confusingly similar to the term “Frigidaire” previously 
used by the opposer on the same goods, and because it is descriptive 
of applicant’s goods. 


In his decision, after noting the holding of the Examiner of 
Interferences that the notation “Frigidaire” is descriptive and 
therefore not owned by the opposer, and the use of that notation 


would not therefore support a claim to damage, the Assistant Com- 
missioner said: 


“That it is not necessary, in order to sustain an opposition, that the 
opposer shall own the trade-mark, registered or not, before he can oppose 
the registration of the mark to another person, has been held in many 
decisions, both by this Office and by the Court of Appeals of the District 
of Columbia. . . . A comparison of the two marks shows that they both 
have the same ending and the same suggestive meaning, namely, that the 
air is in a cold state. While the word ‘Iced’ and the word ‘Frigid’ do 
not look alike, yet it is believed that, since they convey the same meaning, 
their concurrent use on refrigerators would be likely to cause confusion 
or mistake in the mind of the public as to the origin or ownership of. 
the refrigerators to which the marks are appropriated.” 


With reference to the character of the marks, after stating 
that the Examiner of Interferences did not exceed his authority 
in holding the word descriptive, he said: 


*Ex parte Minnesota Valley Canning Company, 156 M. D. 250, De- 
cember 26, 1929. 
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“The mark ‘Iced-Aire,’ when applied to refrigerators, would convey 
no other meaning than that the air is rendered cold by the application of 
ice, and, if the applicant’s refrigerator does not operate on this principle, 
then the mark is deceptive and, in either case, should not be registered.” ° 


Goods of Different Descriptive Properties 


Rosertson, C.: Held that the applicant is entitled to register 
the term “Apex,” as a trade-mark for dry cleaners, notwithstanding 
the prior use by opposer of the term “Apex” in connection with 
cleaners, washers and laundry machinery. 

The ground of the decision is that the goods of the parties are 
not of the same descriptive properties and that the term “Apex” 
is not the mere name of the opposer corporation. 

In his decision, after stating that it was at least doubtful 
whether, under its notice of opposition and in view of a bill of 
particulars filed by it, opposer could argue that the term “cleaners,” 
as used in its notice of opposition, was broad enough to include 
dry cleaners and that the testimony established the use by the 
opposer of the term “Apex” upon washing machines, both clothes 
and dish washing, and ironing machines, the Commissioner said: 


“It is deemed to be obvious that no confusion in trade would arise 
from the use of a trade-mark on a dry cleaner because of the prior use 
of that mark upon washing machines. The goods are so utterly different 
and sold in such different forms that it is not thought necessary to cite 
any decision on this point.” 


With reference to the contention that it appeared from the 
testimony that opposer at times had sold liquid cleaners to be used 
with its washing machines and noting that neither of the witnesses 
stated to what extent such cleaners had been sold, he said: 


“Assuming, however, that this testimony is sufficient to establish that 
such dry cleaning compounds had been sold to purchasers of opposer’s 
washing machines, it is clear, both from the testimony above referred to, 
in which it was stated that it was sold not as a product of the company, 
and from the statements in the bill of particulars, that these products were 
not sold under the trade-mark ‘Apex.’” 


With reference to the argument made by the opposer that in 
order to establish damage it is not necessary that it be shown that 


* Frigidaire Corporation v. McKee Refrigerator Co., 156 M. D. 297, 
February 15, 1930. 
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goods were sold under the trade-mark and the mere fact that liquid 
cleaners had been sold to be used in connection with the machines 
sold under the trade-mark was sufficient, he said: 


“The Court of Appeals of the District of Columbia, however, has held 
otherwise and has clearly stated that, in order to sustain a petition for 
the cancellation of a registration of a trade-mark or an opposition to such 
registration, it must appear that the party claiming to be injured had 
used the mark on goods of the same descriptive properties as the goods of 
the applicant (citing decisions).” 


He then said: 


“It may be noted that it is clearly established by the record that the 
term ‘Apex’ has been previously used as a part of a name of a number of 
corporations and that it has been used as a trade-mark and registered 
for all sorts of goods. Under these circumstances the opposer is entitled 
to no very wide scope of protection and would have a right to prevent 
the use by another of that mark only upon goods which were very clearly 
of the same descriptive properties.” 


With reference to the question whether the mark sought to be 
registered was the mere name of the opposer, he said: 


“In so far as the opposition is based upon the use in the opposer’s 
corporate name of the term ‘Apex,’ it is sufficient to note that this is 
not the entire name of the corporation and in view of the common use, 
noted above, by other corporations of this term ‘Apex,’ it is clear that 
registration should not be refused on the ground that ‘Apex,’ the mark 
sought to be registered, was the name of the opposer corporation (see 
American Steel Foundries vy. Commissioner of Patents, 269 U. S. 372, 342 
O. G. 711; and Three-In-One Oil Company v. The Lobl Manufacturing 
Company, 368 O. G. 3, 57 App. D. C. 356).”" 


Merely Name of Individual 


Moore, A. C.: Held that the applicant is not entitled to 
register, under the Act of 1905, as a trade-mark for locks, a mark 
consisting of the name “Dudley,” with the letters in a slightly 
modified form and the y ending in a ceriph. 

The ground of the decision is that the mark is merely the 
name of an individual and is not distinctively displayed. 

With reference to the first point, he said: 


“As to the first of these contentions the applicant asserts that the 
trade-mark ‘Dudley’ has come to be known as other than a surname or 


*The Apex Electrical Mfg. Co. v. Apex Motor Fuel Co., 156 M. D. 
253, December 27, 1929. 
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the mere name of an individual; it is the name of a lock made and sold 
by the applicant. 


“This contention is not tenable in view of the following decisions 
(citing decisions).” 
With reference to the second point, he said: 


“As to the second contention, viz., that the applicant’s mark is dis- 
tinctively displayed, it is observed that it is displayed in ordinary printer’s 
type, the letters being slightly modified in form and the y ending in a 
ceriph. That the latter characteristic does not render a name distinctive 
has been repeatedly held, as evidenced by the decisions relied upon by the 
Examiner. Certainly, the manner in which the name ‘Dudley’ is displayed 
is not ‘of a character as to give such a distinct impression to the eye of 
the ordinary observer as to outweigh the significance of the mere name 
(Ex parte C. H. Alden Company, 131 O. G. 2419, 1907 C. D. 423).”* 


Non-conflicting Marks 


Moore, A. C.: Held that applicant is entitled to register, as 
a trade-mark for boots and shoes, the notation “Foot Preserver,” 
notwithstanding the prior adoption, use and registration by the 
opposer of certain trade-marks comprising inter alia the notation 
“Arch Preserver.” 

The ground of the decision is that the applicant’s mark is not 
descriptive of its goods and that it is not so similar to the notation 
“Arch Preserver” that their contemporaneous use would be likely 
to cause confusion. 

In his decision, after stating that the decision of the Court 
of Appeals in In re The Irving Drew Company, 324 O. G. 676, 54 
App. D. C. 310 [13 T.-M. Rep. 452], is regarded as controlling of 
the present case, since in that case the court held that the term 
“Arch Rest’ was registrable as a trade-mark for shoes, being 
merely suggestive of use and not descriptive of the goods, the 
Assistant Commissioner said: 


“In the instant case, the words ‘Foot Preserver’ are not descriptive 
of the goods with which they are used, or of the character or quality of 
such goods (Section 5 of the Trade-Mark Act of February 20, 1905), but 


are merely suggestive of the fact that the goods are adapted to preserve 
the feet.” 


*Ex parte Dudley Lock Corporation, 156 M. D. 249, December 26, 
1929. 
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With reference to the question whether the opposer had shown 
sufficient interest to entitle it to oppose, he said: 


“. . . . It must be held that the facts alleged by the opposer as a 
basis for its opposition make out a prima facie case of likelihood of damage 
to the opposer by the registration of said mark. The opposer points out 
that it is the owner of the trade-marks above noted, and contends that 
the applicant’s mark so nearly resembles the opposer’s marks as to be 
likely to confuse the mind of the public and deceive purchasers when 
the respective marks are concurrently appropriated to goods of the same 
descriptive properties. If these allegations be sustainable, the opposer 
most likely would be damaged by the registration of the applicant’s 
mark.” 


He further noted the contention that opposer was not the 
owner of the mark in question, since those words were disclaimed 
in the 1916 registration of the opposer, but also noted the holdings 
in the cases of Standard Water System Co. v. Tripure Water 
Systems Co., 124 M. D. Dec. 42 [7 T.-M. Rep. 605], and Malcomb 
v. Warner-Peterson Co., 151 M. D. Dec. 137, in which it was held 
respectively that a prior disclaimer in a registration did not estab- 
lish abandonment and that the disclaimer of certain words in a 


previous registration did not of itself preclude the later registra- 


tion of those words. 

With reference to the question of the likelihood of confusion, 
he noted that a number of marks had been registered which con- 
sisted of the word “arch” or the word “foot” combined with some 
qualifying word and said: 


“Many of these trade-marks were registered before either of the 
parties to this proceeding entered the field. In view of the many trade- 
marks which have been registered comprising like combinations of words 
with like suggestive meanings, it is evident that neither of the parties to 
this proceeding is entitled to such broad protection of its mark as to 
exclude from registration the mark of the other party. The status of the 
existing marks is such that the public must exercise unusual care in 
discriminating between them in its endeavor to ascertain the source or 
ownership of the goods to which the respective marks are appropriated.” ° 


Kinnan, F. A. C.: Held that the Hammermill Paper Com- 
pany was entitled to register under the Act of 1905, the notation 
as a trade-mark for bond writing paper, and that the regis- 


“Luna, 


* Trustees for Arch Preserver Shoe Patent v. James McCreery & Co., 
156 M. D. 222, December 3, 1929. 
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tration which it had obtained should not be canceled, notwithstand- 
ing the prior adoption and use by the J. P. Heilbronn Company 
of a trade-mark for pads, wrappers, booklets, note paper, and 
folded paper, consisting of the representation of a crescent with a 
man’s face on the concave side thereof and the representation of a 
five-pointer star enclosing the letter “H” hung or suspended from 
the upper horn of the crescent. 

The ground of the decision is that these marks, though applied 
to goods of the same descriptive properties, are not so similar that 
confusion would be likely to be caused by the use of these marks 
upon the goods specified. 

In his decision, after stating that the testimony showed that 
the petitioner for cancellation adopted its mark prior to the regis- 
trant’s date of use and that, subsequent to that use, petitioner 
added to its mark the word “Luna” and stating that certain pro- 
ceedings in a suit in the Philippines brought by petitioner against 
a certain party did not estop the registrant from arguing that there 
was no likelihood of confusion, the First Assistant Commissioner 
said, with respect to the goods: 


“The Examiner noted that the goods of the respective parties were 
specifically different. It is not thought he held or intended to hold that 
they possess different descriptive properties as these terms are used in 
the adjudicated cases. It is believed proper to here state that these goods 
do possess the same descriptive properties but that they are specifically 
different and this fact may be considered in reaching a decision as to 
probable confusion in trade.” 


He then, after referring to definitions of the word ““Luna,” 
stating that that word is frequently understood as referring to the 
moon and noting the argument that this fact is sufficient to show 
probable confusion of origin of goods, said: 


“Reference is made to several adjudicated cases which hold that a 
representation of a device or thing is the equivalent of the name of the 
device or thing. While giving due weight to these matters it seems proper 
to hold that the marks as used prior to December, 1924, by the respective 
parties are quite dissimilar. They do not look alike, do not sound alike 
when named, the petitioner’s mark is wholly pictorial or symbolic while 
that of the applicant is a word, and the only possible similarity lies in 


the remote significance of a portion of the petitioner’s mark, the moon 
crescent, and the word ‘Luna.’ ” 
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And then, after noting that there was no evidence respondent's 
goods had ever been referred to by the name “Moon” and there was 
no evidence of actual confusion, he said: 


“Under these conditions it is believed there is no probability of con- 
fusion between the mark the petitioner was using and the mark adopted 
by the respondent in February, 1924. This conclusion seems further 
justified by the fact that the marks are not very distinctive or unusual 
in character (citing decisions).” ” 


Rosertson, C.: Held that the applicant is entitled to 
register, as a trade-mark for sanitary solvents, the term “Solvit- 
All,” notwithstanding the prior use by opposer of the term 
““Solvite,” as a trade-mark for a dry cleaning soap. 

The ground of the decision is that the goods are so widely 
different that the use thereon of the specifically different marks of 
the parties would not be likely to cause confusion. 

In his decision, after noting that the labels of the applicant, 
show that its preparation is to be used for cleansing, deodorizing 
and disinfecting toilet bowls, whereas the preparation of the 
opposer is a soap to be used by dissolving the same in gasoline 
and either rubbing the solution on the fabric to be cleaned or im- 
mersing the fabric therein, the Commissioner said: 

“In determining whether there is likelihood of confusion in a given 
case the question whether the goods are so alike that one could be sub- 
stituted for the other is not the only one to be determined. It must also 
be determined whether the properties of the goods are such that a person 
familiar with the goods of one and the trade-mark used thereon, upon 
seeing the goods of the other, with the latter’s mark applied thereto, 


would be led to believe that these goods were the product of the other 


party. In other words, the question is not merely one of substitution 
but of likelihood of confusion of origin.” 


He then, after referring to the decision in United Drug Com- 
pany v. Mackie Pine Oil Specialty Co., Inc., 354 O. G. 499 [16 
T.-M. Rep. 458], which had been referred to by the opposer, and 
pointing out the differences between the goods in that case and the 
goods involved in the present case, said: 


“Here applicant’s goods are described as a sanitary solvent and the 
intended use thereof is far removed from the normal and intended use 


*J. P Heilbronn Co. v. Hammermill Paper Co., 156 M. D. 239, 
December 17, 1929. 
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of opposer’s goods. Furthermore, as pointed out by the Examiner of 
Interferences, the directions given by opposer for the use of its goods 
would make it extremely unlikely that it would be used for the same 
purpose as applicant’s, even if capable of being so used. 

“It cannot be held therefore that the use of the specifically different 
marks of the parties upon the widely different goods would be likely to 


mislead anyone into believing that applicant’s goods originated with 
opposer.” ™ 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for lubricating oils, a mark consisting of the pic- 
torial representation of a griffon with the word “Griffon” appear- 
ing thereabove and the notation “Domina Attricto” therebelow, 
notwithstanding the long use by the opposer and registration of a 
mark for the same goods consisting of the pictorial representation 
of a gargoyle, with the word “Gargoyle” thereabove. 

The ground of the decision is that these marks are not so 


similar that their contemporaneous use would be likely to cause 
confusion. 


In his decision, after noting that applicant had taken no testi- 
mony and that it appeared from the opposer’s evidence that it was 
long prior in the field and had carried on a very extensive business 
and consequently doubt, if it exists, must be resolved against the 


applicant, the First Assistant Commissioner said with respect to 
the marks: 


“Both parties have adopted a pictorial representation of a fictitious 
or fanciful creature, that of the opposer being only somewhat similar to 
an eagle as to the body, although the head is quite dissimilar to such a 
bird, while the Griffon simulates the head and wings of an eagle with the 
body, feet and tail of a lion. The similarity of the two pictorial repre- 
sentations is very remote. The names of such fanciful creatures are like- 
wise wholly dissimilar in spelling, sound, appearance and significance. 
Unless it be held that the opposer is entitled to such an interpretation 
of its trade-mark rights as would preclude any rival in business from 
using any pictorial representation of a fanciful animal, however distinct 
from that used by the opposer, in connection with a name of such fanciful 


creature, it is believed the applicant is entitled to registration of its 
trade-mark.” 


With respect to the testimony as to the dress of applicant’s 
goods and certain activities in connection with their sale and the 


"C, E. Langfield v. Solvit-All Corporation, 256 M. D. 251, December 
27, 1929. 
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former commercial relations between the applicant and the opposer, 
he said: 


“ 


« . . . but all these matters refer to activities in another country, 
Brazil, and are immaterial and irrelevant to the issue to be determined 
in the case at bar. The opposer has alleged that the applicant has not 
used its mark in interstate or foreign commerce in this country but has 
submitted no evidence to support such allegation and it is thought the 
opposer is not entitled to raise such a question in the instant preceeding.” * 


Moors, A. C.: Held that applicant is entitled to register the 
words “Fashion Row,” as a trade-mark for men’s and boys’ cloth- 
ing, notwithstanding the prior adoption and use by opposer of the 
term “Fashion Park,” as a trade-mark for the same goods. 

The ground of the decision is that these marks are not so 
similar that their contemporaneous use would be likely to cause 
confusion in the mind of the public. 

In his decision, after referring to the case of Franklin Knitting 
Mills, Inc. v. Kassman § Kessner, Inc., 348 O. G. 580, 56 App. 
D. C. 348 [16 T.-M. Rep. 848], and the recent decision of the 
Court of Customs and Patent Appeals in Rosenberg Bros. & Co. v. 
Robert C. Horowitz, 890 O. G. 267, in which it had been respec- 
tively held that “Fashion Park” is not deceptively similar to 
“Fashion Knit” and that “Washington Park” is not deceptively 
similar to “Fashion Park,” the Assistant Commissioner said: 


“IT am of the opinion that there is as much of a distinction, in appear- 
ance, sound and meaning between the words ‘row’ and ‘park’ as there 
is between the words ‘knit’ and ‘park.’ 


* * * * * 


“Furthermore, many trade-marks have been adopted in the wearing 
apparel art comprising the word ‘fashion’ combined with some other 
word, as evidenced by the decisions referred to by the Examiner of 
Interferences and by the opposer in its brief, and in order that this oppo- 
sition may prevail it must be shown that the word ‘park’ is deceptively 
similar to the word ‘row.’ This the opposer has failed to do.” * 


Moore, A. C.: Held that the Central Paint & Roofing Com- 
pany, of Louisville, Ky., is entitled to register, as a trade-mark 
for smooth surface and slate surfaced composition roofing, a mark 


* Vacuum Oil Company v. Walter & Co., 156 M. D. 264, January 11, 
1930 


* Fashion Park, Inc. v. The Fair, 156 M. D. 266, January 17, 1930. 
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consisting of the notation “Dur-A-Bull” and the pictorial repre- 
sentation of a bull, notwithstanding the prior adoption and use 
by The Duro Company, of Dayton, Ohio, of the notation “Duro” 
as a trade-mark for various goods used in connection with houses. 

The ground of the decision is that the goods of the two parties 
are not of the same descriptive properties and the marks them- 
selves are not deceptively similar. 

In his decision, after noting that the opposition had been dis- 
missed on the grounds above stated, the First Assistant Commis- 
sioner said, with reference to the goods: 


“I am of the opinion that the decision of the Acting Examiner of 
Interferences is without reversible error. Obviously the applicant’s com- 
position roofing is not of the same descriptive properties as any of the 
goods enumerated in the opposer’s trade-marks.” 


With reference to the marks he said: 


o 


. . it is equally true that the applicant’s mark, consisting of the 
word ‘Dur-A-Bull’ and a pictorial representation of a bull, does not so 
nearly resemble the opposer’s mark ‘Duro’ as to be likely to cause con- 
fusion or mistake in the mind of the public.” 

And then, after citing certain registrations to show that the 


term “Duro” did not originate with the opposer, he said: 


“In view of the prior adoption and use by others of the word ‘Duro’ 
both as a trade-mark and as the whole or an essential part of the names 
of companies or corporations, it is believed that the opposer is not entitled 
to such broad protection of its mark as to exclude from registration 
the applicant’s mark.” “ 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for hosiery, a mark comprising the representation 
of a ship of the ancient galleon type having on the flag at the 
masthead the word “Treasure” with, across the picture of the 
ship, the notation “Trezur,” the top of the “T” being extended 
over two of the letters and joined to the top of the “Z,” the bottom 
of which extends beneath the two final letters of the notation, 
notwithstanding the prior use by opposer of the term “Tre-Jur” 
as a trade-mark for cosmetics. 


“The Duro Company v. Central Paint & Roofing Co., 156 M. D. 267, 
January 17, 1930. 





156 TWENTY TRADE-MARK REPORTER 


The ground of the decision is that the goods are not of the 
same descriptive properties, that the marks are not deceptively 
similar, and that applicant’s mark is not essentially the corporate 
name of the opposer. 

With reference to the goods, after stating that the Examiner 
of Interferences held that they were so dissimilar that there was 
no probability of confusion of the goods or the origin, he said: 


“None of the adjudicated cases relied upon by the opposer and none 
with which I am familiar go so far as to hold goods so remote as to 
descriptive properties as those here involved belong to the same class.” 


With reference to the corporate name, after noting that the 
applicant is not seeking registration of the identical name of the 
opposer and referring to the decision of the Supreme Court in 
American Steel Foundries v. Robertson ei al., 542 O. G. 711, 269 
U. S. 872 [16 T.-M. Rep. 51], in which it was ruled that where 
the identical corporate name had not been appropriated it was 
proper to consider whether the goods were the same descriptive 
properties, he said: 

“The applicant corporation has not adopted the complete name of 
the opposer notwithstanding the explanation of the Examiner of Trade- 
Mark Interferences that the words ‘House of’ and ‘Incorporated’ may be 
disregarded. The applicant has printed the notation without a hyphen 
and in a manner distinct from that adopted by the opposer and has fur- 
ther distinguished its mark from the complete name of the opposer cor- 


poration by including the representation of the ship with the word 
‘Treasure’ appearing upon the flag.” 


With reference to the argument of applicant that, in view 
of the fact that a number of marks had been registered which 
included either the word “Treasure” or the word “Tresor,” and 
stating that, if in view of these registrations the scope of the 
protection to which the opposer is entitled is restricted, it is because 
some of the purchasing public would understand the latter word 
as a misspelling of “treasure,” he said: 


“If this is the fact, then the opposer’s likelihood of injury or damage 
is much decreased. However this may be, it is believed, under all the 
circumstances of this case, that the differences in the two notations—the 
peculiar manner in which the letters ‘T’ and ‘Z’ are fashioned in the 
applicant’s mark, the presence of the pictorial representation of the 
ship, and the dissimilarity in the character of the goods upon which the 
respective marks are used—support a finding that the applicant’s mark 
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does not approach so nearly the corporate name of opposer as to justify 
a denial of registration.” * 


Cancellation Evidence 


Kinnan, F. A. C.: Petition for cancellation of the registra- 
tion by Miller Becker Company, of the mark “Ace-Hy” as a trade- 
mark for carbonated, non-alcoholic beverages, was brought by the 
Beverage Products Company alleging use by it and its predecessor 
in business of the notation “Ace High” as a trade-mark upon root 
beer and root beer concentrates, the use by the predecessor being 
alleged to be prior to the registrant’s date of use, which was at 
least as early as February 4, 1926. 

Held that the petitioner for cancellation had not established 
that it derived any trade-mark rights from its alleged predecessor 
and that, since its own use was subsequent to the date to which 
registrant was entitled, the petition for cancellation was properly 
dismissed. 

After discussing the evidence relating to the alleged transfer 
including the testimony that a formula for making the beverage 
was included in the transfer, he said: 


“This evidence is deemed mere hearsay and without value upon the 
point. From a complete review of the testimony it is thought quite clear 
that the assignor parted with nothing but the name and possibly there 
was included a formula for making the product. The assignor just 
shifted over to another name or no name at all and continued to sell the 
same goods to the same customers. There is no further evidence that 
the assignee ever sold or tried to sell any goods to the same class of 
customers or ever availed itself of any benefits regarding the good-will 
which the assignment states the assignee obtained.’ 


And then, after noting that the alleged predecessor continued 
to sell the product, upon which it had used the trade-mark “Ace 
High,” to its same customers under another trade-mark, he said: 


“Without deciding whether, in some cases, a trade-mark may be 
assigned in connection merely with the formula used in making the goods, it 
will be sufficient to here note that there is little evidence this formula, even 
if one was transferred, was used, or was a formula materially different 
from others which had already been used to make beverages of this 
character. In consequence it is thought the petitioner has not established 
ownership of the mark ‘Ace High’ prior to February 4, 1926.” * 


* House of Tre-Jur, Inc. v. Combine Hosiery Co., 156 M. D. 269, 
January 18, 1930. 


* Beverage Products Co. v. Miller Becker Co., 156 M. D. 271, January 
18, 1930. 
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Non-conflicting Marks 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for composition wood-fiber board, the term “Fir- 
Tex,” notwithstanding prior adoption and extensive use by opposer 
of the term “Celotex,” as a trade-mark for wall board. 

The ground of the decision is that, while the goods are of the 
same descriptive properties, opposer's scope of protection is not 
so broad, in view of the registration of other marks containing the 
syllable “tex,” as to warrant the conclusion that the opposer would 
be damaged by the registration of the mark in question. 

The First Assistant Commissioner discussed the testimony and 
held that it established adoption and use by the opposer of its 
mark prior to any date established by the applicant and with 
reference to certain advertising referred to, said: 

“While the advertising of the goods under the mark does not con- 
stitute trade-mark use, yet it is evidence that the goods were being sold 
under the mark, since it is inconceivable a business organization would 
expend vast sums in advertising goods of this character under the trade- 
mark and not actually sell or be offering for sale the goods to those who 
might wish to buy.” 

With reference to the registration of a number of trade-marks, 
including the.syllable “tex,” after stating that the office can take 
judicial notice of the fact that these registrations were granted 
on the dates named and noting that there was no evidence as to 
the extent of their use, or whether these marks had been abandoned, 
he said: 


“They are sufficient to show, however, that a number of marks includ- 
ing the syllable ‘tex’ have been registered in connection with goods belong- 
ing in this Class 12, Construction Materials, long prior to the adoption 
by the opposer of its mark and it is believed in consequence that the 
opposer is not entitled to a protection so broad as to preclude any other 
party from registering a mark, however otherwise dissimilar, which includes 
this syllable ‘tex.’ This suffix, ‘tex,’ is the only portion of the two marks 
here being considered which has anything in common. It is deemed this 
similarity in the suffix of both marks is not sufficient to support a con- 
clusion of prior damage to opposer by reason of confusion in trade.” “ 


* The Celotex Company v. Arthur Edward Millington, 156 M. D. 289, 
February 14, 1930. 
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Kinnan, F. A. C.: Held that the applicant is entitled to 
register as a trade-mark for canned peas, a composite mark con- 
sisting of the representation of a chef holding a dish of peas in one 
hand and lifting the cover of the dish with the other, together with 
the words “Lush’us Peas,’ which words are disclaimed, notwith- 
standing the prior adoption and use by opposer of the term “Lusk’s 
Luscious” as a trade-mark for canned fruits and vegetables. 

The ground of the decision is that the two marks have nothing 
in common but the descriptive word “luscious” and since no one is 
entitled to the exclusive use of the word, there is no likelihood of 
confusion by reason of the use of the two marks. 

After stating that the word “luscious” was obviously descrip- 
tive of the goods and it is a matter of common knowledge that it 
has long been applied to both fruits and vegetables, the First 
Assistant Commissioner said: 


“No one is entitled to exclusive appropriation of the word. ‘The 
opposer is only entitled to exclude others from using this word in the 
particular and distinctive way it has used the word on its goods, that is, 
in connection with the word ‘Lusk’s.’ The applicant is likewise entitled to 
use this word, misspelled as it is shown, in connection with the other dis- 
tinctive features which constitute the entire mark. This descriptive word, 
which is open to everyone to use in connection with the goods of this 
character, being the only feature of similarity between the two marks, 
it is believed the opposer cannot prevail.” * 


Moore, A. C.: Held that the applicant is entitled to register 
the notation “Oxol,” as a trade-mark for a germicide, cleanser and 
bleacher, notwithstanding the prior adoption and use by opposer 
of the term “Oxydol,” as a trade-mark for soap. 

The ground of the decision is that in view of the difference in 
the marks and the difference of the goods, contemporaneous use 
of the marks by the respective parties on their goods would not be 
likely to cause confusion. 

In his decision, after noting that the marks have the same 
beginning and the same end, differing in the intermediate letters 
Y and D, and that the goods of the one party is primarily a soap, 
whereas that of the other is primarily a bleach and that, while the 


* California Canneries Company v. Lush’us Products Company, 156 
M. D. 292, February 14, 1930. 
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goods have certain uses in common, it is believed that the primary 
uses are controlling, the Assistant Commissioner said: 


“As the two marks are specifically different from each other and as 
the descriptive properties of the respective merchandise are not the same, 
it is believed that the likelihood of confusion by the concurrent use of the 


two marks is too remote to deny the applicant the right to the registration 
of its mark.” ” 


Not a Trade-Mark 


Kinnan, F. A. C.: Held unregistrable a mark for waxed 
paper wrappers for bakery products, which is said to consist of 
white marking or pattern applied on the surface of a translucent 
substantially white waxed paper, whereby only a slight contrast 
is afforded between the pattern and the plain portions of the paper 
and the marking is somewhat inconspicuous and more or less dis- 
tinct according to the color of the object over which the wrapper is 
placed. 

The ground of the decision is that the so-called mark is a 
merely ornamental design incorporated in the wrapper as an 
integral part thereof and the purchasing public would not recognize 
it as indicating ownership or origin of the goods. 

In his decision, after noting the statement in the brief that 
the particular design or pattern, printed in any color or in any 
distinct contrasting manner, was not claimed, but exclusive right to 
employ the peculiar two-tone white phantom marking was claimed, 
and further noting that a mark had been registered consisting in 
the crackled or variegated appearance on the surface of a pencil 
(Registration No. 242,107), the First Assistant Commissioner said: 


“It is not thought the registration cited can be accepted as a standard 
or as indicating such an interpretation of the trade-mark statutes as will 
help the applicant’s case. It is deemed the applicant has a mere orna- 
mental design embodied in its wrapping paper presumably in the process 
of manufacture and constituting an integral part of the wrapper. The 
conclusion reached by the Examiner that no part of the purchasing publi¢ 
would regard the ornamentation or the ‘phantom’ effect of the two-tone 
white contrast of the design pattern as indicating a trade-mark or as 
indicating ownership or origin of goods is deemed sound.” *” 


* The Proctor & Gamble Co. v. J. L. Prescott Co., 156 M. D. 306, Feb- 
ruary 25, 1930. 


** Ex parte American Bread Wrapper Co., 156 M. D. 233, December 
16, 1929. 
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No Trade-Mark Use 


Kinnan, F. A. C.: Held that an opposition filed by the 
Trustees for Arch Preserver Shoe Patents to the registration by 
the applicant of a certain trade-mark was properly dismissed. 

The mark sought to be registered includes a pictorial repre- 
sentation of an arch or bridge supported by two end pillars, with 
the word “Arch” above and the word “Liberator” beneath the arch, 
used as a trade-mark for shoes. 

The opposition was based on certain registrations, including 
one showing a structural arch, with the word “Arch” upon the 
face of the structure and the word “Preserver” beneath the lower 
portion thereof, as a trade-mark for the same goods. 

The ground of the decision is that the opposer has not proven 
any actual use of the marks in question. 

With reference to an argument based upon advertisements in 
some publications, certain pages of which had been stipulated into 
the record as evidence on applicant’s behalf, the First Assistant 
Commissioner said: 


“The opposer has invited attention to certain other pages of some 
of these publications which purport to show the use of the opposer’s 
marks. These additional pages were not stipulated into the record, have 
not been placed in evidence, and cannot properly be considered here. 
Even if they were considered, however, they fail to show use by the 
opposer of the mark or marks used upon goods sold by them.” 


And then with reference to a transfer of ownership of certain 


patents and one of the registered trade-marks to the trustees, he 
said: 


“ 


. But this record fails to disclose the transfer of ownership 
of the other two trade-marks and also fails to show that any business was 
transferred with the trade-marks.” 

And then, after noting the holding of the Examiner of Inter- 
ferences that no damage had been established and the fact that in 
the answer ownership of the registered trade-marks by the opposer, 
as well as the likelihood of confusion was denied, he said: 

“In the absence of any proofs there is nothing before this Office 
upon which to base a holding that the opposer is the owner of the trade- 


marks upon which it bases its opposition or that the opposer has had 
transferred to it, even if it did have a transfer of ownership of the 
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marks, any business in connection with which they were used. There is 
also lacking any evidence that the opposer has ever used the marks on 
goods which it has sold or offered for sale. Under these conditions the 
conclusion of the Examiner of Trade-Marks is regarded as sound.” ™ 


Print 


Rosertson, C.: Held that applicant is not entitled to regis- 
ter a certain print, since it identifies merely a laundry service and 
does not identify any article of manufacture. 

In his decision, after referring to the previous decisions of 
this office in Ex parte The Ervin Press Corporation, 151 M. D. 728 
[19 T.-M. Rep. 89], and Ex parte George W. Heene, 151 M. D. 
852 [19 T.-M. Rep. 35], the Commissioner stated that the exact 
point had been raised and decided in the first of those two cases and 
that they were deemed to state the proper construction of the act, 
namely, that a print, to be registrable in the Patent Office, must 
indicate an article of manufacture.” 

"Trustees for Arch Preserver Shoe Patents v. Brockton Shoe Mfg. 
Co., Inc., 156 M. D. 225, December 7, 1929. 


Ex parte Dinks L. Parish Laundry Corp., 156 M. D. 246, December 
23, 1929. 








